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UNITED STATES COURT OP APPEALS 


DISTRICT OF COLUMBIA 


No. 8645 


RADCLIFFE M. URQUHART and 
GEORGE G. URQUHART, 

Appellants, 

vs. 

AMERICAN-LaFRANCE FOAMITE CORPORATION, 

Appellee. 

Appeal from the District Court of the United States 
for the District of Columbia 

APPELLANTS’ BRIEF 


JURISDICTIONAL STATEMENT 

This is an action for patent infringement brought in the 
United States District Court for the District of Colum¬ 
bia pursuant to the Act of September 24, 1789, C. 20, Sec. 
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11, 1 Stat. 78; as amended by the Act of March 3, 1911, 
C. 231, Sec. 24, Par. 7, 36 Stat. 1092; Revised Statute , 629, 
par. 9; Judicial Code, Sec. 24; TJ. S. C. Title 28, Sec. 41, 
par. 7, reading as follows: 

“Sec. 41. (Judicial Code, section 24, amended). 
Original jurisdiction. The District Courts shall have 
original jurisdiction as follows: 

# # # 

(7) Suits under patent, copyright, and trade-mark 
laws . Seventh. Of all suits at law or in equity aris¬ 
ing under the patent, the copyright, and the trade¬ 
mark la,w’S. (R. S. Sec. 629, par. 9; Mar. 3, 1911, c. 

1 231, section 24, par. 7, 36 Stat. 1092.) 

• * *>> 


Jurisdiction of this Court is founded on the Act of March 
3, 1891, C. 517, Sec. 6, 26 Stat. 828; as amended March 
3, 1911, C. 231, Sec. 128, 36 Stat. 1133, as amended Jan¬ 
uary 28, 1915, C. 22, Sec. 2, 38 Stat. 803; as amended Feb¬ 
ruary 7, 1925, C. 150, 43 Stat. 813; as amended February 
13,1925, C. .229, Sec. 1, 43 Stat. 936; Judicial Code, Section 
128; U. S. C. Title 28, Sec, 225, par. (a), section first and 
par. (d), reading as follows: 

Sec. 225. (Judicial Code, section 128, amended.) 
Appellate jurisdiction— 

“(a) Review of final decisions. The circuit courts 
of appeal shall have appellate jurisdiction to review 
by appeal or writ of error final decisions— 
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“First. In the district courts, in all cases save 
where a direct review of the decision may be had in 
the Supreme Court under section 345 of this title. 

• • • 

44 (d) Circuits in which reviews shall be had. The 
review under this section shall be in the following 
circuit courts of appeals: The decisions of a dis¬ 
trict court of the United States within a State in 
the circuit court of appeals for the circuit embrac¬ 
ing such State; * * *” 

Jurisdiction in the District Court is pleaded in para¬ 
graph 1 of the complaint (Tr. 1; Joint App. 2) and juris¬ 
diction of this Court has been invoked by filing of plaintiff- 
appellant’s notice of appeal (Tr. 48; Joint App. 32), des¬ 
ignation of portions of record to be contained in the record 
on appeal (Tr. 50 to 52; Joint App. 35 to 37), certified 
check in the sum of $250.00 in lieu of bond (Tr. 49; Joint 
App. 34), and the filing in this court on December 6, 1943 
of the certified transcript and payment of this courts fees 
as shown by the records of this court. 

STATEMENT OF THE CASE 

Plaintiffs filed their complaint (Tr. 1 to 3; Joint App. 
1 to 4) against defendant for infringement of plaintiffs’ 
patents 2,106,043 and 2,198,585. In their complaint, plain¬ 
tiffs identified defendant as 44 American-La France Foa- 
mite Corporation”, and in the caption added its address, 
1425 H Street, N. W., Washington D. C. No allegations to 
show venue or personal jurisdiction of the District of 
Columbia Court over defendant were made in the com¬ 
plaint. 
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Plaintiffs’ complaint was filed in the District Court for 
the District of Columbia on April 28, 1943 (Tr. 1; Joint 
App. 1), Service of summons and the complaint was made 
on defendant by the United States Marshall for the Dis¬ 
trict of Columbia on April 30, 1943. Service of the com¬ 
plaint was made on W. W. Withers, identified as defend¬ 
ant’s 1 ‘District Office Manager” (Tr. 4; Joint App. 4). 

On the 19th day of May, 1943, defendant served upon 
counsel for plaintiffs and filed in this Court its motion to 
quash the return of service and dismiss the action (Tr. 5, 
6; Joint App. 5, 6). This motion was based upon three 
distinct grounds, which may be summarized as follows: 

1. That defendant, being a corporation under the laws 
of the State of New York, was not and is not subject to 
service of process within the District of Columbia and 
that the defendant has not been served with process in this 
action. 

2. To dismiss the action on the grounds (a) that de¬ 
fendant is not an inhabitant of the District of Columbia 
and has no regular and established place of business in 
the District of Columbia; and (b) that defendant has com¬ 
mitted no act of infringement in the District of Columbia. 

i3. That the complaint fails to specifically allege (1) 
that defendant is a New York corporation; (2) that it 
has a regular established place of business in the District 
of Columbia; and (3) that it has committed acts of in¬ 
fringement within the District of Columbia and, therefore, 
does not identify defendant sufficiently to state a claim 
upon which relief can be granted. 


In support of its motion defendant filed the affidavits of 
Wilfred M. Price (Tr. 7 to 10; Joint App. 6 to 9), Walter 
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W. Withers (Tr. 11,12; Joint App. 9 to 11), Gerald J. Hal- 
pin (Tr. 13,14; Joint App. 11 to 13) and Wilmer Ray (Tr. 
15,16; Joint App. 13,14). These affidavits are not affidavits 
of responsible officials of defendant Corporation (Tr. 7,11, 
13 to 15; Joint App. 6, 7, 10, 11 to 13). They do assert 
that defendant is a corporation organized under the laws 
of the State of New York with a principal place of busi¬ 
ness at Elmira, in the Western District of New York, 
where it manufactures apparatus, equipment and materials 
for extinguishing fires; that defendant sells its fire ex¬ 
tinguishing equipment throughout the United States 
through salesmen; that orders from defendant’s customers 
are forwarded to its office at Elmira, New York; and as¬ 
sert that defendant’s products are shipped from Elmira 
direct to the customer whose payments are made to the 
Elmira office (Tr. 7, 8,13, to 16; Joint App. 7, 8,10 to 14). 

Defendant’s affidavits also assert that defendant pays 
the rent on the office space at 1425 H Street, N. W., in the 
City of Washington and the District of Columbia; that the 
name of the defendant appears on the door of that office; 
that defendant is listed in the Washington telephone di¬ 
rectory under that address (Tr. 8, 9, 11; Joint App. 7, 8, 
10); that Halpin and Ray have desk room in said office 
and are directly employed by defendant to solicit and visit 
the various Government departments of the United States 
Government in Washington where they consult with offi¬ 
cials and employees concerning their use of said fire ex¬ 
tinguishing products, inform them of the effects and ad¬ 
vantages of these products, give assistance or informa¬ 
tion useful in connection with their use, follow up on dif¬ 
ficulties which transpire in ordering or delivering defend¬ 
ant’s goods on Government orders, and that they occasion- 
silly receive orders from the Government for the defend¬ 
ant’s equipment (Tr. 9, 12 to 15; Joint App. 8, 10 to 14); 
that defendant pays the salary of a stenographer em- 
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ployed at that office for handling the correspondence of 
said Withers and said Halpin and Ray, (Tr. 8, 12; Joint 
App. 8, 10); that the furniture of said office at 1425 H 
Street, N. W. is owned partly by defendant (Tr. 8, 11; 
Joint App. 8, 10); that no samples of defendant’s goods 
are displayed in said office in the District of Columbia or in 
any warehouse or other place in the District of Columbia 
(Tr. 8, 11, 13, 14; Joint App. 8, 10, 12); and that no one 
in the office has any part in billing, shipping, or collecting 
the purchase price for goods sold by the defendant or ac¬ 
cepting orders for defendant’s goods or binding defend¬ 
ant to conditions of sale (Tr. 8, 9, 14, 15; Joint App. 7, 8, 
12,13,14). 

Plaintiffs, recognizing that venue or personal juris¬ 
diction was challenged and that they had the burden of 
establishing the jurisdictional facts, responded to defen- 
ant’s motion on May 25 by filing a motion (Tr. 17 to 19; 
Joint App. 14 to 16) based on three grounds; (1) to strike 
the affidavit of Wilfred M. Price, unless he subjects him¬ 
self to the jurisdiction of this Court for cross-examination 
on his affidavit; (2) for permission to take the depositions 
of Walter W. Withers, Gerald J. Halpin and Wilmer Ray, 
and of Wilfred M. Price, if his affidavit is not stricken; and 
(3) to extend plaintiff’s time for opposing defendant’s 
motion to quash service and dismiss. This was done to 
enable plaintiffs to supplement their information as to sales 
to the United States Government and others by developing 
specific sales by defendant in the District of Columbia and 
because defendant’s affidavits did not conform to plaintiff’s 
information nor unqualifiedly refute plaintiff’s information 
that sales had been made to the Federal Government in the 
District of Columbia and that infringing equipment like 
that complained of had been installed in the District of 
Columbia at The Potomac Electric Power Company and 
The Washington Gas Light Company as shown by plain- 
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tiffs’ supporting affidavit (Tr. 20 to 22, Joint App. 16 to 

18). 

Defendant opposed plaintiffs’ motion, by filing the affi¬ 
davit of Edward E. O’Neill (Tr. 23, 24; Joint App. 18,19), 
President of defendant corporation, Herman G. Thielscher 
(Tr. 25, 26; Joint App. 19, 20), in charge of the mechanical 
engineering department of The Potomac Electric Power 
Company (Tr. 25; Joint App. 19) and Harold L. Leonard 
(Tr. 27, 28; Joint App. 21, 22), safety engineer for The 
Washington Gas Light Company (Tr. 27; Joint App. 21). 
These affidavits refuted plaintiffs’ information as to in¬ 
fringing sales made to the Electric Company and the Gas 
Company (Tr. 23, 24, 26, 28; Joint App. 18 to 20, 22) but 
none of them refer to the asserted sales to the United 
States Government (Tr. 20; Joint App. 17). Plaintiffs, 
accordingly, deeming it desirable to amplify their showing 
as to infringing sales to the Government and others, filed 
their motion (Tr. 29; Joint App. 22, 23) to supplement 
their motion of May 25 by adding the affidavit of plaintiff, 
Radcliffe Morris Urquhart, (Tr. 30, 31; Joint App. 23, 24), 
which, it is submitted, (1) sets forth in greater particu¬ 
larity, the devices and substances plaintiff’s information 
indicated were sold by defendant in the District of Columbia 
(Tr. 30, 31; Joint App. 23, 24), (2) clearly shows that an 
officer of defendant corporation admitted, even after the 
filing of defendant’s motion to dismiss, that sales to the 
United States Government had been made in the District 
of Columbia (Tr. 30, 31; Joint App. 23, 24); and (3) 
asserted upon information and belief that sales to others 
than the Federal Government have been made in the Dis¬ 
trict of Columbia (Tr. 31; Joint App. 24). 

Defendants’ motion to quash service and plaintiffs’ 
motions to take depositions to develop the full facts as to 
venue were set for hearing and heard together on June 28, 
1943, and plaintiff’s, pursuant to permission of the Court, 
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filed their points and authorities in opposition to defend¬ 
ants’ motion to squash service and dismiss based on the in¬ 
formation then in plaintiffs possession and the facts as set 
forth in defendants’ affidavits. 

The Court reserved opinion on the motions and accorded 
defendant an opportunity to reply to plaintiffs’ points and 
authorities and plaintiff an opportunity to file a reply to 
defendant’s opposition or answer. 

On July 2, 1943 defendant filed its answer to plaintiffs’ 
points and authorities along with a further affidavit of 
Edward E. O’Neill (Tr. 32, 33; Joint App. 24 to 26). In 
this affidavit, affiant stated he had a conservation with 
plaintiff, Radcliffe Morris Urquhart since the beginning 
of the suit (Tr. 32; Joint App. 25); he did not tell him that 
any contract of sale of “Foamaster Air Foam Play Pipe” 
and “Foamaster Air Foam” had been made to the United 
States Government in the District of Columbia or any other 
person, firm or corporation in the District of Colum¬ 
bia (Tr. 32; Joint App. 25); he did tell Mr. Urqu¬ 
hart that all orders received by defendant Corpora¬ 
tion from the Government are acceptel in its Elmira office 
and nowffiere else; and asserted that in limiting his former 
affidavit and the affidavit of Mr. Price to “Phomaire Play 
Pipe” and “Phomaide Solution,” there w r as no attempt or 
intent to evade any charge such as has been made by 
plaintiffs up to the time of filing the affidavits; asserted 
that in the regular course of defendant’s business, and 
according to the standard practice of manufacturing and 
business corporations who supply goods to the United 
States Government, the order or award of the Government, 
when received at defendant’s Elmira office is there ac¬ 
cepted or rejected and until then no obligation is assumed 
and no contract made (Tr. 33; Joint App. 25); asserted 
that foam producing equipment of the character in ques¬ 
tion is customarily referred to by persons concerned in 
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this business as “Air Foam” or “Mechanical Foam” 
equipment; asserted that no apparatus, solutions or any 
other materials used in the production of “Air Foam,” 
whether labelled or named “Foamaster,” “Phomaire” or 
“Phomaide,” or by any other name or designation, has 
been sold by defendant in the District of Columbia to the 
United States Government or any other person, firm or 
corporation (Tr. 33; Joint App. 25, 26). 

On July 15, 1943 the District Court ruling on motions 
was entered (Tr. 34 to 38; Joint App. 26 to 31) dismissing 
the complaint and holding (1) on the authority of the 
Supreme Court decision in Stonite Products Co. v. Melvin 
Lloyd Co. 315 U. S. 561, Judicial Code Section 48, 28 U. S. 
C. 109, “is the exclusive provision controlling venue in 
patent infringement proceedings,” and that contrary to the 
arguments of counsel for plaintiffs, this ruling is not at 
variance with the Federal Rules of Civil Procedure , (Tr. 
34; Joint App. 26, 27) for Rule 4 (e) thereof provides: 

“That whenever a statute of the United States 
provides for the service of a summons, . . . service 
shall be made under the circumstances and in the 
manner perscribed by the statute ...” 

(2) that jurisdictional venue in patent infringement suits 
is vested in the District Court in the District of which the 
defendant is an inhabitant, or, in any District in which the 
defendant shall have committed acts of infringement and 
have a regular and established place of business; (Tr. 35 
Joint App. 27) (3) that it is conceded that defendant is not 
an inhabitant of the District of Columbia and, therefore 
the Court is limited in its consideration to whether it has 
committed acts of infringement and has a regular and 
established place of business in the District of Columbia 
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and that both of these elements are necessary (Tr. 35 
Joint App. 27). 

The Court then went on to hold (4) that the facts in this 
case were identical to those in Tyler Co. v. Ludlow-Saylor 
Wire Co., 236 U. S. 723, except that the sales representative 
in the decided case was employed by two different concerns, 
(5) that its decision was controlled by the Tyler Co. case 
and that there was no regular and established place of 
business within the intendment of the statute (Tr. 36, Joint 
App. 28); (6) refused to follow the cases of James P . 
Marsh Cory. v. TJ. S. Gauge Co., 129 Fed. (2d) 161 (C. C. 
A. 7) and Shelton v. Schwartz 131 F (2) 805 (C. C. A. 7) 
relied upon by plaintiffs to show a waiver of the venue 
privilege and plaintiff’s right to rely'upon Sec. 3 and 4 of 
subdivision ( d) of Rule 4 of the Federal Rules of Civil 
Procedure, in view of that court’s failure to comment on 
the unequivocal pronouncement of the Stonite Products 
Company case, supra, p. 9, and the possibility that the 
Stonite decision was not brought to the Court’s attention 
in those cases (Tr. 36, 37; Joint App. 28, 29). 

The Court also held (7) that the case of Neirbo v. Beth¬ 
lehem Shipbuilding Corp., 308, U. S. 165 relied upon by 
plaintiff on the question of waiver was not applicable (Tr. 
37 J Joint App. 29); (8) that plaintiffs’ failed to meet the 
burden of proving acts of infringement and a regular and 
established place of business in the District of Columbia 
within the Statute; (9) that depositions under Rule 26 were 
not available to plaintiffs; and (10) that nothing in the rules 
authorized discovery in aid of jurisdiction. 

On July 20, a decree was entered on these rulings and 
on July 21 plaintiffs’ petitioned for reconsideration and 
clarification of the ruling on motions and to set aside the 
judgment of July 20, 1943. This petition was denied on 
October 14, 1943 and plaintiffs filed the present appeal on 
October 27, 1943. 
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STATEMENT OF POINTS 

1. Defendant, a New York corporation, waived the privi¬ 
lege of objecting to venue by voluntarily opening an office 
and doing business in the District of Columbia and thus 
subjecting itself to the District of Columbia laws relating 
to the liability of foreign corporations, namely, the Act 
of March 3, 1901, 31 Stat. 1419, C. 854, Sec. 1537; as 
amended June 30, 1902, 32 Stat. 544, C. 1329 and February 
1, 1907, 34 Stat. 874, C. 445; District of Columbia Code, 
Title 24, Chapter 15, Section 373. 

2. The District Court, having jurisdiction of the subject 
matter of this cause, erred in refusing plaintiffs the oppor¬ 
tunity of taking the depositions of defendant’s employees 
and president in order to discharge any burden that may 
have rested,on them when the question of venue was raised 
by defendant’s motion to quash service and dismiss, and 
in refusing such opportunity in spite of defendant’s own 
qualified affidavits showing that defendant’s salesmen in 
the District of Columbia receive orders or awards of the 
United States Government and intimating that defendant 
sells the alleged infringing goods in jurisdictions other 
than this Court (Tr. 9,14,15, 23, 24, 33; Joint Appendix 8, 
12,13,18,19, 25) and plaintiffs’ sworn showing (Tr. 30, 31, 
Joint Appendix 23, 24). 

3. The District Court erred in summarily dismissing the 
complaint without giving plaintiffs the right to take the 
depositions of specified employees and president of defen¬ 
dant corporation to discharge any burden of proof resting 
on them on the affirmative defense of venue or personal 
jurisdiction. 

4. The District Court erred in concluding that the waiv- 
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ed doctrine of Neirbo v. Bethlehem Shipbuilding Cory. 308 
U. S. 165, 84 L. Ed. 167, 60 S. Ct. 153, and the doctrine of 
service of Shelton v. Schwartz, 131 F (2) 805, 55 USPQ 
311, (C. C. A. 7) do not apply here under the circumstances 
in this case. 

5. The District Court erred in ruling that the facts in 
this case were identical with those in the case of Tyler Co. 
v. Ludlow-Saylor Wire Co., 236 U. S. 723, 59 L. Ed. 808, 
35 S. Ct. 458, except with one exception. 

6. The District Court erred in holding that the uncon¬ 
troverted facts here do not show that defendant has com¬ 
mitted acts of infringement in the District of Columbia 
and that defendant has a regular and established place of 
business in the District of Columbia. 

7. The District Court erred in granting defendant’s 
motion to quash service and dismiss this action. 

8. The Court erred in denying plaintiff’s motion and 
supplemental motion to strike certain of defendant’s affi¬ 
davits, to take the depositions of defendant’s affiants and 
to extend the time for filing plaintiff’s points and authori¬ 
ties until five days after disposition of plaintiffs’ motion 
or the taking of the deposition, permission of which was 
sought by plaintiffs’ motion. 

9. The District Court erred in dismissing this action. 

I SUMMARY OF ARGUMENT 

I. The venue of a patent suit is determined by the Act 
of March 3, 1897, C. 395, 29 Stat. 695 as amended; Judicial 
Code Section 48; U. S. C. Title 28, section 109 but is a privi¬ 
lege which may be waived and has been waived in this case 
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by reason of defendant corporation’s voluntary act of 
opening an office and doing business in the District of 
Columbia in the face of the Act of March 3, 1901, 31 Stat. 
1419, c. 854, Sec. 1537 as amended; District of Columbia 
Code, Title 24, Chapter 15, sec. 373. 

General Electric Co. v. Marvel Rare Metals Co., 287 U. S. 
430, 77 L. Ed. 408, 53. S. Ct. 202. 

Neirbo Co. v. Bethlehem Shipbuilding Corp., 308 U. S. 
165, 84 L. Ed. 167, 60 S. Ct. 153. 

Shelton v. Schwartz et al, 131F (2) 805, 55 USPQ 311 
(C. C. A. 7). 

James P. Marsh Corp. v. United States Gauge Co., 129F 
(2) 161, 53 USPQ 653 (C. C. A. 7). 

California Stucco Products of N. E. Inc. v. National Gyp¬ 
sum Company, 33 F. S. 61, 45 USPQ 554 (D. C. Mass.) 

Monroe Calculating Machine Company v. Marchant Cal¬ 
culating Machine Co., 48 F. S. 84, 55 USPQ 189 (D. C. 
Penn.) 

II. Service on W. W. Withers, District Office Manager 
of defendant corporation at its place of business in the 
District of Columbia constitutes proper service within the 
meaning of the Act of March 3,1897, c. 395, 29 Stat. 695 as 
amended; Judicial Code, Section 48; U. S. C. Title 28, 
section 109 whether service be deemed made under said 
statute or under the Act of March 3, 1901, 31 Stat. 1419, c. 
854, Sec. 1537 as amended; District of Columbia Code, Title 
24, Chapter 15, sec. 373. 

Federal Rules of Civil Procedure, Rule 4, paragraphs 
d-3 and d-7. 

Shelton v. Schwartz et al, 131 F. (2) 805, 55 USPQ 
311 (C. C. A. 7). 

III. Allegations of fact necessary to establish venue 
or personal jurisdiction of a defendant in a patent suit 
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are not required under the Federal Rules of Civil Pro¬ 
cedure. 

Official Form (2 ( c ) following the Rules of Civil Pro¬ 
cedure. 

Note 3 following official form 2 (c). 

IV. Depositions under Rule 26 (a) of the Federal Rules 
of Civil Procedure are proper to enable a plaintiff to 
meet the burden of proof placed on it by a defense of 
lack of venue and plaintiffs ’ motion to take depositions 
should have been granted. 

Rule 26 (a) of the Federal Rules of Civil Procedure. 

Jiffy Lubricator Co. v. The Alemite Co., 38 F. S. 10, 1 
Fed. Rules Serv. 26 a. 162, Case 2 

Moore’s Federal Practice Under the New Federal Rules, 
Vol. 2, Sec. 2607, pages 2467, 2468. 

Garfielde v. United States, 93 U. S. 242, 23 L. Ed. 779. 

V. Satisfactory evidence that defendant corporation 
has. a regular and established place of business in the 
District of Columbia within the meaning of the Act of 
March 3, 1897, c. 395, 29 Stat. 695 as amended; Judicial 
Code, Section 4 8; U. S. C. Title 28, section 109 is admit¬ 
ted in defendants 7 own affidavits in spite of the case of Ty¬ 
ler Co. v. Ludlow-Saylor Wire Co., 236 U. S. 723, 59 L. Ed. 
808, 35 S. Ct. 458 relied upon by the District Court. 

Neirbo v. Bethlehem Shipbuilding Corporation, 308 U. S. 
165,84 L. Ed. 167, 60 S. Ct. 153. 

Shelton v. Schwartz et al, 131 F. (2) 805, 55 USPQ 311 
(C. C. A. 7). 

James P. Marsh Corporation v. United States Gauge 
Co., 129 F. (2) 161, 53 USPQ 653 (C. C. A. 7). 

Patent Royalties Corporation et al v. Land O’Lakes 
Creameries, Inc. et al, 11 F. S. 103, 26 USPQ 179. 
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VI. Defendant’s own affidavits showing that orders or 
awards of the United States Government are received by 
defendants’ employees, Gerald J. Halpin and Wilmer Ray, 
in the District of Columbia on behalf of defendant estab¬ 
lish that sales to the United States Government are con- 
sumated by acceptance of defendants’ bids in the District 
of Columbia and that, therefore, defendants admitted sales 
to the Government, which it contends are accepted or re¬ 
jected upon receipt at Elmira, New York, constitute acts 
of infringement within the District of Columbia. 

William Cramp & Sons Ship & Engine Building Com¬ 
pany v. International Curtis Marine Turbine Company, 
246 U. S. 28, 62 L. Ed. 560, 38 S. Ct. 271. 

Garfielde v. United States, 93 U. S. 242, 23 L. Ed. 779. 

Act of June 25, 1910, 40 Stat. 705 as amended, U. S . C. 
Title 35, section 68. 

ARGUMENT 

I—Defendant Has Waived Its 
Right to Invoke The Privilege 
of Venue 

Plaintiffs agree that the Act of March 3, 1897, C. 395, 
29 Stat, 695, as amended March 3, 1911, C. 231, Sec. 48, 36 
Stat. 1100; Section 48 of the Judicial Code, U. S. C. Title 
28, Sec. 109, is the exclusive provision controlling venue in 
patent infringement proceedings as held in Stonitr Prod- 
ducts Co. v. Melvin Lloyd Co., 315 U. S. 561, 86 L. Ed. 1026, 
62 S. Ct. 780 relied upon by the District Court, and agree 
that this section of the Code, if available to defendant in 
this case, cannot be modified by any other general venue 
provision and have not contended otherwise. Said act 
reads as follows; 
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“Sec. 109. (Judicial Code, Section 48) Patent 
cases. In suits brought for the infringement of let¬ 
ters patent the district courts of the United States 
i shall have jurisdiction, in law or in equity, in the 
district of which the defendant is an inhabitant, or 
in any district in which the defendant, whether a 
person, partnership, or corporation, shall have 
committed acts of infringement and have a regular 
and established place of business. If such suit is 
brought in a district of which the defendant is not 
an inhabitant, but in which such defendant has a 
I regular and established place of business, service of 
process, summons, or subpoena upon the defend¬ 
ant may be made by service upon the agent or 
agents engaged in conducting such business in the 
district in which suit is brought. (Mar. 3, 1897, c. 
395, 29 Stat. 695; Mar. 3, 1911, c. 231, Sec. 48, 36 
Stat. 1100.).” 

However, lack of venue under section 48 of the Judicial 
Code is a privilege which may be waived, see General Elec- 
trie Co. v. Marvel Rare Metals Co., 287 U. S. 430, 77 L. Ed. 
408, 53 S. Ct. 202. It is contended that defendant has 
waived this privilege by voluntarily opening and main¬ 
taining an office and doing business in the District of 
Columbia in the face of the Act of Mar. 3, 1901, 31 Stat. 
1419, c. 854, Sec. 1537; as amended June 30, 1902, 32 Stat. 
544, c. 1329 and February 1, 1907, 34 Stat. 874, c. 445; Dis¬ 
trict of Columbia Code, Title 24, Chapter 15, Section 373 
which reads as follows: 

“373. Service on foreign corporations — In ac¬ 
tions against foreign corporations doing business in 
the District all process may be served on the agent 
of such corporation or person conducting its busi- 
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ness, or, in case he is absent and can not be found, 
by leaving a copy at the principal place of business 
in the District, or, if there be no such place of busi¬ 
ness, by leaving the same at the place of business 
or residence of such agent in said District, and such 
service shall be effectual to bring the corporation 
before the court. 

“When a foreign corporation shall transact busi¬ 
ness in the District without having any place of bus¬ 
iness or resident agent therein, service upon any 
officer or agent or employee of such corporation in 
the District shall be effectual as to suits growing 
out of contracts entered into or to be performed, in 
whole or in part, in the District of Columbia or 
growing out of any tort committed in the said Dis¬ 
trict. (Mar. 3, 1901, 31 Stat. 1419, c. 854, sec. 1537; 
June 30,1902, 32 Stat. 544, c. 1329; February 1, 1907, 
34 Stat. 874, c. 445.).” 

That a voluntary subjection of a corporation to the local 
laws of a community in order to conduct its business in 
that community effects a waiver of jurisdictional privi¬ 
leges is submitted to be clear from the decision of the 
United States Supreme Court in Neirbo Company v Beth¬ 
lehem Shipbuilding Corporation, 308 U. S. 165, 84 L. Ed. 
167, 60 S. Ct. 153, wherein Mr. Justice Frankfurter said: 
pages 169 and 170. 

“It took half a century of litigation in this Court 
finally to confer on a corporation, through the use 
of a fiction, citizenship in the chartering state for 
jurisdictional purposes. Compare Lafayette Ins. Co. 
v. French, 18 How 404, 15 L. ed. 451, with Hope Ins. 
Co. v. Boardman, 5 Cranch 57, 3 L. ed. 36. Through- 
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i out, the mode of thought was metaphorical. The 
classic doctrine was that a corporation ‘must dwell 
i in the place of its creation, and cannot migrate to 
i another sovereignty/ Bank of Augusta v. Earle, 13 
Pet. 519, 588, 10 L. ed. 274, 307. Logically applied, 
this theory of non-migration prevented suit in a non¬ 
chartering state, for the corporation could not be 
i there. And such was the practice of the circuit 
i courts until the opinion of Chief Justice Waite in Ex 
parte SchoUenberger, 96 US 369, 24 L. ed. 853, dis- 
i placed metaphor with common sense. 

The essential difference between the practice 
which Mr. Justice Nelson initiated at circuit and the 
decision in SchoUenberger’s Case was not a matter 
! of technical legal construction, but a way of looking 
i at corporations. Men’s minds had become habitu¬ 
ated to corporate activities which crossed state 
! lines. The fact that corporations did do business 
outside their originating bounds made intolerable 
their immunity from suit in the states of their ac¬ 
tivities. And so they were required by legislatures 
to designate agents for service of process in re¬ 
turn for the privilege of doing local business. That 
service upon such an agent, in conformity with a 
valid state statute, constituted consent to be sued 
in the Federal Court and thereby supplanted the 
immunity as to venue, was the rationale of Scholten- 
berger’s Case/ 7 

While it is true that the Neirbo decision was under sec¬ 
tion 51 of the Judicial Code, as held by the District Court 
(Tr. 37 Joint App. 29 ), and involved a statute requiring 
the corporation to designate an agent for service, it is sub¬ 
mitted that a foreign corporation’s voluntary act of set- 
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ting up an office in a foreign community to do business 
and thereby subjecting itself to the laws of that communi¬ 
ty relating to the liability of foreign corporations under 
the laws of the community to suit is just as much a con¬ 
sent to be sued in that community as if it had designated, 
pursuant to local law, a particular person upon whom ser¬ 
vice was to be made. It has been frequently held that 
the Neirbo case is not of necessity limited to jurisdiction 
under Judicial Code, Section 51, but that the principles of 
that case are equally applicable to suits brought under 
Section 48 of the Judicial Code. Am ong such cases are the 
following: California Stucco Products of N. E., Inc. v. Na¬ 
tional Gypsum Company, 33 F 861, 45 USPQ 554 (D. C. of 
Mass.); Monroe Calculating Machine Company v. Mar- 
chant Calculating Machine Company, 48 F. S. 84 (55 USPQ 
189); James P. Marsh Corporation v. United States Gauge 
Company. 129 F (2d) 161 (53 USPQ 653) (C. C. A. 7); 
Shelton v. Schwartz &t al, 131 F. (2d) 805 (55 USPQ 311) 
(C. C. A. 7). 

In this last-mentioned case, Judge Evans, speaking for 
the Seventh Circuit Court of Appeals, made it clear that 
it was not necessary that the corporation actually desig¬ 
nate an agent since the mere doing of business in a state 
having a law requiring designation of an agent for service 
was all that was necessary. In this connection Judge 
Evans said: 

“ Appellee distinguishes the Marsh case, supra, 
because in that case the defendant corporation was 
licensed to do business in the state where served. In 
the instant case, appellee was not licensed to do 
business in Illinois. It is argued that a foreign cor¬ 
poration’s action, in securing a license to do busi¬ 
ness, carried an admission from which it can not 
later escape. 
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The Marsh decision would seem decisive of the 
question, save as the facts in this case deal with a 
corporation which had not taken out a license to do 
business. In the Marsh case, all the business trans¬ 
acted was merely soliciting orders. The orders thus 
obtained were forwarded to an out-of-state office 
and there ratified before they became binding. 

To meet, and dispose of, the argument based upon 
the aforementioned distinction, it may not be im¬ 
proper to set out more fully than was done in the 
Marsh opinion, the reasons which caused us to so 
conclude. 

First, it must be noted that we are here dealing 
with a suit involving a patent infringement, a sub¬ 
ject over which the Federal courts have exclusive 
jurisdiction. Equally important is the fact that 
Congress has specifically dealt with the subject of 
jurisdiction of federal courts over such patent in¬ 
fringements. 

Section 109, Title 28, U. S. C. A., above quoted, 
deals specifically with the subject of Federal court 
jurisdiction of suits brought for the infringement of 
patents. 

Plaintiff may rely upon the specific statute which 
gives the Federal Court jurisdiction of a defend¬ 
ant who committed the infringement in the district 
wherein he has ‘a regular and established place of 
business,’ and may also avail itself of sections 3 and 
4 of Sub-division (d) of Rule 4 of the Rules of Civil 
Procedure.” 
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It is, accordingly, respectfully submitted that Title 24, 
Section 373 of the District of Columbia Code, renders de¬ 
fendant’s motion as to lack of venue under Judicial Code 
Section 48 immaterial since its actions as outlined above 
constitute a waiver of the privilege of this defense. 

We, accordingly, respectfully submit that defendant, as 
stated by Judge Ford in the California Stucco Products 
case, has “consented to be sued in this court, which, under 
Section 24 of the Judicial Code, has jurisdiction of the sub¬ 
ject-matter.” Defendant’s motion to quash service and to 
dismiss the complaint on the highly technical and nebulous 
contention of defendant that it has no regular and estab¬ 
lished place of business in the District of Columbia or has 
not therein committed an act of infringement should have 
been denied we maintain, on this ground alone. 

II—Defendant is Subject to Service 
of Process in the District of 
Columbia and was Properly Served 

As heretofore pointed out defendant’s affidavits show 
that it pays the rent on the office at 1425 H Street, N. W., 
that part of the furniture in said office is owned by it, 
that the name of the company is on the door of said office, 
that the office at 1425 H Street, N. W. in the District of 
Columbia is listed in the telephone directory as defendant’s 
office, that the stenographer employed at said office is a 
salaried employee of defendant, and that Gerald J. Halpin 
and Wilmer Bay are salaried employees of defendant work¬ 
ing out of said office for the purpose of contacting the Gov¬ 
ernment departments and cooperating with them in con¬ 
nection with their purchases of defendant’s products. 
Under these circumstances, it is submitted that the office 
at 1425 H Street, N. W. is the Washington office of de- 
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fendant within the meaning of Title 24, Section 373 of the 
District of Columbia Code, quoted supra p. 16, 17. 

It is further submitted that Walter W. Withers, who 
describes himself in his affidavit (Tr. 11, Joint App. 10) 
as engaged in business as “a sales representative of the 
above named defendant American-La France-Foamite 
Corporation, in territory extending as far south of Wash¬ 
ington as North Carolina/’ and holds himself out as “Dis¬ 
trict Office Manager” of defendant as shown by the mar¬ 
shal’s return of service (Tr. 4; Joint App. 4), is the agent 
of the corporation or person “conducting its business” in 
the District of Columbia, within the meaning of the above- 
mentioned section of the District of Columbia Code. It is, 
accordingly, submitted that he is the proper party upon 
whom service should be made. Since the return of service 
made by the marshal shows that the summons and com¬ 
plaint were served on said Walter W. Withers, it is clear 
that service was properly made under this section of the 
code. 

That such service is proper and sufficient under the 
Federal Rules of Civil Procedure is submitted to be clear 
from a consideration of Rule 4, paragraphs d- 3 and d-1 
quoted in the opinion of Judge Evans speaking for the Cir¬ 
cuit Court of Appeals 7 in the case of Shelton v. Schwartz, 
55 USPQ 311 (113 F (2) 805) wherein this very question 
was disposed of, the Court saying: page 314 

“Generally speaking, we are dealing with two sub¬ 
jects: (a) The immunity of foreign corporations, and 
(b)the service of process. For the latter, we turn to 
the Rules of Civil Procedure and to Rule 4 (d) (3). 
This section deals with domestic corporations, for¬ 
eign corporations, partnerships, and unincorporated 
associations of a particular kind. We are interested 
merely in the foreign corporation. Sections 3 and 
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7 of this subdivision (d) of Rule 4 read as follows: 

*(3) Upon a domestic or foreign corporation 
or upon a partnership or other unincorporated 
association which is subject to suit under a com¬ 
mon name, by delivering a copy of the summons 
and of the complaint to an officer, a managing or 
general agent, or to any other agent authorized 
by appointment or by law to receive service of 
process and, if the agent is one authorized by 
statute to receive service and the statute so re¬ 
quires, by also mailing a copy to the defendant/ 

‘(7) Upon a defendant of any class referred 
to in paragraph (1) or (3) of this subdivision of 
this rule, it is also sufficient if the summons and 
complaint are served in the manner prescribed by 
any statute of the United States or in the manner 
prescribed by the law of the state in which the 
service is made for the service of summons or 
other like process upon any such defendant in an 
action brought in the courts of general jurisdiction 
of that state/ 

“Under this section service may be made ‘(a) in 
the manner prescribed by any statute of the United 
States, or (b) in the manner prescribed by the law 
of the state in which the service is made for the ser¬ 
vice of s umm ons ***/ 

Section 109, Title 28, U. S. C. A., above quoted, 
deals specifically with the subject of Federal court 
jurisdiction of suits brought for the infringement 
of patents. 

(3) Plaintiff may rely upon the specific statute 
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which gives the Federal Court jurisdiction of a de¬ 
fendant who committed the infringement in the dis¬ 
trict wherein he has ‘a regular and established place 
of business/ and may also avail itself of sections 
3 and 4 of Subdivision (d) of Rule 4 of the Rules of 
Civil Procedure. 

(4) It would seem to necessarily follow that if 
the court has jurisdiction of the suit, for infringe¬ 
ment of letters patent, where the infringer has a 
‘regular and established place of business’ in said 
i district, that service thereat is good, if made upon 
the agent or employee who is in charge of said ‘ regu¬ 
lar and established place of business.’ He need not 
be an officer; nor a managing agent. In fact, he need 
not be a general agent. If jurisdiction depends upon 
the existence of a regular and established place of 
business in the District, we think it would be suffi¬ 
cient if the man in charge of such place were served. 
In fact the jurisdiction statute specifically describes 
the agent upon whom such service may be made, as 
the ‘agent or agents engaged in conducting such 
business.’ ” 

It is submitted that the ruling of the Supreme Court in 
the case of Stonite Products Company v. Melvin Lloyd Co., 
315 U. S. 561, 86 L. Ed. 1026, 62 S. Ct. 780 regarding Judi¬ 
cial Code section 48, does not affect the provision for ser¬ 
vice under paragraph d-3 and d-7 of rule 4 of the Federal 
Rules of Civil Procedure, sinse the rule permits service 
either under the statute or in the manner provided by the 
local law. 

It is, accordingly, respectfully submitted that the Court 
below was wrong in holding the service here improper (Tr. 
34; Joint App. 27), that defendant is subject to service in 
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the District of Columbia and that service on said Walter 
W. Withers constitutes proper service on defendant. De¬ 
fendant’s motion to dismiss the action or quash the return 
of service on the summons on the grounds that it is a cor¬ 
poration of New York and not subject to service of process 
within the District of Columbia, therefore, should have been 
denied. 

Ill—Plaintiffs Are Not Required 
To Plead the Facts To Show 
Venue 

It was urged below that the complaint should be dis¬ 
missed since it “fails to state a claim against an identified 
defendant against whom relief can be granted.” It is sub¬ 
mitted that defendant is sufficiently identified in the com¬ 
plaint herein filed. As pointed out above, defendant’s name 
and address in the District of Columbia appears in the 
caption and in the body of the complaint defendant is 
charged by name as having committed acts of infringement 
at its Washington office and elsewhere in the United States. 
True, the state of incorporation of defendant and the fact 
that it has a regular and established place of business in 
the District of Columbia is not mentioned in the complaint. 

However, -we submit that these facts are not essential to 
plaintiff’s case within the meaning of the Rules of Civil 
Procedure. Accordingly, the complaint need not anticipate 
the affirmative defense of venue by pleading facts to nega¬ 
tive it. That this is true under the Rules of Civil Pro¬ 
cedure is believed clear from official form 2(c) and note 3 
following rule 2(c) reading as follows: 

“Form 2.—Allegation of Jurisdiction 


• # • 
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(c) Jurisdiction founded on the existence of a 
question arising under particular statutes. 

“The action arises under the Act of_ 

-Stat-; U. S. C., Title_, Sec._, 

as hereinafter more fully appears. 

NOTES 


• • • 


3. Pleading Venue. Since improper venue is an 
affirmative dilatory defense, it is not necessary for 
plaintiff to include allegations showing the venue to 
be proper.” 

These forms omit such allegations and are the forms 
suggested by the committee which formulated the rules 
approved by the United States Supreme Court. Plaintiffs ’ 
complaint, accordingly, is clearly sustainable over this con¬ 
tention. 

IV—Plaintiffs’ Motion To Take 
Depositions Should Be Granted 

The affidavit of plaintiffs’ attorney (Tr. 20, 22; Joint 
App. 16 to 18) and plaintiff, Radcliffe Morris Urquhart 
(Tr 30, 31; Joint App. 23, 24), it is submitted, show prima 
facie grounds for proceeding in the District of Columbia 
against defendant for infringement of plaintiffs’ Letters 
Patent 2,106,043 and 2,198,585 and plaintiffs’ complaint is 
submitted to be sufficient under the Rules of Civil Proce¬ 
dure to vest the District of Columbia Court, with jurisdic¬ 
tion over the subject matter of this litigation and at least 
prima facie, of the person of the defendant or venue. De- 
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fendant’s supporting affidavits (Tr. 7 to 16, 23 to 28,32, 33; 
Joint App. 6 to 14, 18 to 22, 24 to 26) are ex parte asser¬ 
tions offered as evidentiary testimony to prove lack of 
venue under Judicial Code Section 48 (28 U. S. C. Sec. 109). 
Obviously plaintiffs have not had an opportunity to cross- 
examine the affiants. Since it is a well established principle 
of evidence, that testimonial statements of witnesses in 
affidavits are not admissible in inter partes Court proceed¬ 
ings unless an opportunity to cross-examine is afforded the 
opposing party or waived by the opposing party, Wigmore 
on Evidence, 2nd Ed., Vol. 3, Secs. 1362,1384 and 1709 and 
authorities cited, it is submitted that these affiants should 
be made available for cross-examination in view of plain¬ 
tiffs y specific request and the prima facie showing of 
reasonable grounds for this action. 

Affiants, Walter F. Withers, Gerald J. Halpin and Wil- 
mer Ray are shown by their affidavits to be within the jur¬ 
isdiction of this Court and, therefore, directly amenable 
to the process of this Court. Affiant O’Neill is an officer of 
defendant corporation and, as such, is in the same cate¬ 
gory as a party defendant. Jurisdiction of the subject 
matter and prima facie jurisdiction of the defendant being 
in the District Court, plaintiffs conceive that Rule 26(a) 
of the Rules of Civil Procedure affords them a means of 
readily securing the cross-examination to which they are 
entitled. 


Rule 26(a) reads as follows: 

“Rule 26. Depositions Pending Action. 

(a) When Depositions May Be Taken. By leave 
of court after jurisdiction has been obtained over 
any defendant or over property which is the sub¬ 
ject of the action or without such leave after an 
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answer has been served, the testimony of any per¬ 
son, whether a party or not, may be taken at the in¬ 
stance of any party by deposition upon oral exami¬ 
nation or written interrogatories for the purpose of 
discovery or for use as evidence in the action or for 
both purposes. The attendance of witnesses may be 
compelled by the use of subpoena as provided in 
Buie 45. Depositions shall be taken only in accord¬ 
ance with these rules. The deposition of a person 
confined in prison may be taken only by leave of 
court on such terms as the court prescribes .’’ 

Plaintiffs, accordingly, in their motions (Tr. 17, 18, 29; 
Joint App. 14, 15, 22, 23) sought leave to take the deposi¬ 
tions of these affiants. 

That such depositions are contemplated was decide by 
Judge Nordbye speaking for the District Court of North 
Dakota in the case of Jiffy Lubricator Co. v. The Alemite 
Co., 38 F. S. 10,1 Fed. Buies Serv. 26a. 162, Case 2. In this 
case Judge Nordbye said: Page 339 

“That the complaint prima facie vests this Court 
with jurisdiction cannot be subject to much doubt. 
The only question of any moment is the authority 
of this Court to permit the plaintiff to take deposi¬ 
tions under Buie 26 (a) of the new Federal rules. 
Defendants allege that jurisdiction has not been 
obtained over them, and having filed their motion 
to dismiss and to quash service, no depositions can 
be taken by the plaintiff to produce facts in order 
to overcome the affidavit filed in support of the mo¬ 
tion to dismiss. 

26a.l62 This Court has jurisdiction to determine 
the motion to dismiss. It may decide this motion 
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on the complaint and affidavits submitted, or hear 
testimony bearing upon the question. Apparently, 
the nature of the jurisdictional issues presented 
requires a full and complete showing. Surely, it is 
within the spirit and intent of the new rules to per¬ 
mit the Court to authorize the taking of depositions 
which are limited to the question of jurisdiction 
raised by defendants’ motion. Under the former 
practice, it was customary for the Court to order 
that oral testimony be taken before it if the Court 
was of the opinion that it would be more satisfac¬ 
tory to decide the question submitted on oral evi¬ 
dence rather than on affidavits. It is fair to assume 
that the framers of Rule 26 (a) contemplated that 
depositions could be taken under the circumstances 
presented herein in order that a more satisfactory 
showing would be facilitated thereby. 

The view’s expressed herein are supported by 
Moore’s Federal Practice under the New Civil Rules, 
page 2467, wherein he states: 

‘Where the defendant serves in advance of an¬ 
swer a motion to dismiss under Rule 12 (b), such as 
a foreign corporation moving to dismiss on the 
ground of the insufficiency of service of process, it 
would seem that the court should ordinarily grant 
leave to the plaintiff to take depositions on the is¬ 
sues of fact, if any, raised by the motion, such as 
matters relating to the question whether the foreign 
corporation is doing business in the state, and 
whether the person served is an agent of the corpo¬ 
ration who is authorized to receive service of pro¬ 
cess under Rule 4 (d) (3), (7).’ 

if 
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The statement in Moore’s Federal Practice Under the 
New Federal Buies , Vol. 2, Sec. 2607, pages 2467, 2468 
quoted by Judge Nordbye is also relied upon by plaintiffs 
and, it is submitted, that an opportunity to cross-examine 
defendant’s affiants should be accorded plaintiffs to en¬ 
able them to test the self-serving assertions of defendant’s 
affiants if not to educe facts by way of discovery to sup¬ 
port their burden on venue. 

We also believe it may not be amiss to invite the Court’s 
attention at this time to the circumstances under which 
plaintiffs’ Points and Authorities In Opposition To De¬ 
fendant’s Motion were filed. 

The facts, borne out by reference to the Docket En¬ 
tries (Tr. 49; Joint App. 34) are: Plaintiffs within five 
days after filing of defendant’s motion filed their motion 
including a specific request to extend their time for answer¬ 
ing defendant’s motion. Defendant then filed its points 
and authorities in opposition to plaintiffs’ motion accom¬ 
panied by affidavits largely stating conclusions. Plaintiffs 
then received the further information set forth in the Urqu- 
hart affidavit (Tr. 30, 31; Joint App. 23, 24) and filed a 
supplemental motion to amend their earlier motion by add¬ 
ing the Urquhart affidavit. In this same motion plaintiffs 
sought leave to cross-examine Edward E. O’Neill on the 
questions of venue. Shortly after filing the latter motion 
counsel for plaintiffs were advised that all motions had 
been set for hearing simultaneously and within four days. 
It was then necessary for plaintiffs to answer defendant’s 
motion as best they could in view’ of the gradual unfolding 
of the pertinent facts from defendants’ untested, piece¬ 
meal, self-serving affidavits. 

Surely dismissal, of a suit should not be predicated on 
self-serving affidavits such as submitted by defendant in 
this case, particularly the O’Neill affidavits containing 



31 


among their many conclusions as to sales in the District of 
Columbia, the fact statement that “the order or award of 
the Government’’ is sent to Elmira and there accepted or 
rejected. This fact statement clearly bears out the state¬ 
ment made by plaintiffs’ counsel in oral argument that 
sales to the Government were made here by United States 
Government acceptance of a bid and issuance of an award 
for the accused devices. While it is asserted that the 
Government a-ward is accepted or rejected in Elmira, it is 
believed that United States Government contract practice 
is sufficiently familiar to this Court for it to judicially 
notice that an award by the Government to a contractor 
results in a binding sale, the contractor from the date of 
the award being liable in a suit for damages, specific per¬ 
formance or like action upon failure to fulfill the agree¬ 
ment. If not, the case of Garfielde v. United States 93 U. 
S. 242, 23 L. Ed. 779 is submitted to definitely settle this 
question in favor of plaintiffs’ contention. A sale to the 
United States Government is shown, it is submitted, by 
defendant’s own affidavits. 

V—Defendant has a Regular and 
Established Place of Business 
in the District of Columbia 
Within the Meaning of Judicial Code, 

Section 48, U. S. C. Title 28, Section 109. 

Defendant’s affidavits, it is submitted, establish that de¬ 
fendant has a regular and established place of business 
within the modern interpretation of Section 48 of the Judi¬ 
cial Code, for these affidavits admit that the office at 1425 
H Street, N. W. is paid for by defendant, that defendant’s 
name appears on the door, that defendant is listed in the 
telephone directory under this address, that part of the 
furniture in said office is owned by defendant, that the four 
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persons at said office are paid by defendant, three by salary 
and one by commission, that orders for defendant’s equip¬ 
ment are solicited from this office, that orders for de¬ 
fendant’s equipment are taken at this office and forwarded 
to defendant at Elmira for filling, shipment and billing, 
and that information concerning the use, etc., of the de¬ 
fendant’s equipment and materials is disseminated from 
said office and by Walter W. Withers, Gerald J. Halpin and 
Wilmer Ray. 

Defendant, in the face of these admitted and established 
facts, asserts that the statutory requirement of a “regular 
and established place of business” is not met unless the 
business done there is of like character to that done at 
defendant’s principal place of business at Elmira. While 
some color is lent this contention by the authorities relied 
upon by defendant, in the Court below and Tyler Co. v. 
Ludlow-Saylor Wire Co., 236 U. S. 723, 59 L. Ed. 808, 35 
S. Ct. 458 relied upon by the Court below it is clear that this 
contention can no longer be considered sound with respect 
to venue in the Federal Courts in light of the broadened 
view taken by the Supreme Court in its decision in Neirbo 
vj Bethlehem Shipbuilding Corporation, 308 U. S. 165, 84 
L. Ed. 167, 60 S. Ct. 153. For Judge Evans, speaking for 
the Circuit Court of Appeals 7 in the case of Shelton v. 
Schwartz, 131 F (2) 805, 55 USPQ 311 in connection with 
the very venue section here involved said: pages 314 and 
315 

i “Nor should the term ‘a regular and established 
place of business’ be narrowed or limited in its con¬ 
struction. Why should it be? The words do not 
necessitate nor warrant it. A foreign corporation 
may have a regular and established place of busi¬ 
ness, although the business therein is merely secur¬ 
ing orders and forwarding them to the home of¬ 
fice of the non-resident corporation. To hold other- 
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wise would be contrary to the factual information 
which is possessed by all and which must be attri¬ 
buted to Congress. 

• • • 

“Applying the foregoing, it is apparent that the 
defendant had a ‘regular and established place of 
business’ in Chicago. An office was by it maintained 
there. Defendant paid the rent therefore. Its 
name was placed in the telephone directory. Its 
name appeared upon the door of its office. For years, 
through this office, it maintained salesmen and rep¬ 
resentatives, who solicited orders and carried on a 
continuous, substantial business in ‘soliciting or¬ 
ders.’ ” 

“Defendant’s only urge is that the agent could 
not make sales, but only solicit orders. The statute 
does not speak of the kind of business which those 
in charge of ‘the regular and established place of 
business’ shall do. It is sufficient to observe that a 
‘regular and established place of business’ may be 
found to exist, though the court does not know 
whether the business conducted therein was solici- 
ing, or soliciting and selling. Emphasis must be 
on the existence of the regular and established 
place of business,—not on the nature or character of 
the business conducted there.” 

This same view was previously suggested by the Seventh 
Circuit Court of Appeals in the case of James P. Marsh 
Corporation v. United States Gauge Company, 129 F. (2) 
161 (53 USPQ 653). 

This same reasoning was followed by Judge Byers speak¬ 
ing for the District Court, Eastern District of New York, in 
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denying defendants motion to dismiss for lack of venue 
under section 48 in the case of Patent Royalties Corpora¬ 
tion et al v. Land O’Lakes Creameries, Inc., et al, 11 F. S. 
103, 26 IJSPQ 179 wherein he said: page 180 

“* * * The statute does not require that the whole 
of a company’s business must be duplicated in or¬ 
der that jurisdiction may obtain in a place other 
than that of habitation. 

Obviously part of this defendant’s business is to 
sell dairy products, and, so long as it does that in 
a regular and established place, exterior to the dis¬ 
trict of which it is an inhabitant, that is sufficient, 
without a showing that it there both purchases and 
sells its stock in trade.” 

None of these cases violates the rule of the Supreme 
Court announced in Tyler Co. v. Ludloiv-Saylor Wire Co., 
236 U. S. 723, 59 L. Ed. 808, 358, S. Ct. 458, relied upon 
by defendant and the Court below since there the agent was 
not the repersentative of the defendant alone, the rent for 
the office was not paid solely by defendant and there was no 
showing that defendant there listed its name in the tele¬ 
phone directory under the New York address or had its 
name on the door of the office and otherwise asserted that 
the New York office was defendant’s as was done in the 
cases upon which we rely and the instant case. 

This case thus is believed distinguishable on the facts 
from the Tyler case which is not believed pertinent to this 
phase of defendant’s motion for the same reasons stated by 
Judge Evans in the Shelton v. Schwartz case, supra, where- 
he said: Page 315 

* ‘The brief statement dealing with the character 
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of the place of business was obiter. This factual 
statement does, however, distinguish the Tyler, from 
the instant, case. In the former, the place of bus¬ 
iness was a room rented by another corporation and 
the agent was employed by said * other corporation’ 
which rented the room.” 

It is also submitted that the other cases relied upon by 
defendant in support of this portion of its motion were all 
decided prior to the Supreme Court’s decision in the Neir- 
bo case and that their very strict interpretation of the 
venue statutes can no longer be considered binding. 

It, accordingly, is respectfully submitted that defend¬ 
ant’s contention that it has no regular and established 
place of business in the District of Columbia is untenable 
under the present interpretation of section 48 of the Judi¬ 
cial Code and that its motion to dismiss the complaint on 
this ground should have been denied. 

VI—Defendant has Committed Acts 
of Infringement in the District 
of Columbia 

Giving full credit to the affidavits filed by defendant and 
those by plaintiffs in this case, it is at least clear that sales 
of defendant’s “Foamaster Airfoam Playpipe” and 
“Foamaster Airfoam” solution have been solicited and 
in view of the discussion, supra p. 30, 31, made by defendant 
in the District of Columbia to the United States Govern¬ 
ment. Defendant has no license to manufacture, sell or use 
the inventions patented by plaintiffs and embodied in de¬ 
fendant’s “Foamaster Airfoam Playpipe” nor a license 
to use its “Foamaster Airfoam” solution in practicing the 
methods covered by plaintiffs’ patents. The Urquhart 
affidavit shows that the Government, while negotiating for 
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a license under plaintiffs’ patents, has no license to date. 
It, therefore, is clear that defendant’s sales of equipment 
are direct infringements of plaintiffs’ apparatus claims and 
that its sales of its apparatus and solutions for practicing 
plaintiffs’ patented methods with intention that they be 
used for this purpose are contributory infringements of 
plaintiffs’ patented methods for which defendant is direct¬ 
ly responsible. That this is so is clear from the opinion of the 
United States Supreme Court in William Cramp & Sons 
Ship & Engine Building Company v. International Curtis 
Marine Turbine Company et at, 246 U. S. 28, 62 L. Ed. 560, 
38 S. Ct. 271, wherein Mr. Chief Justice White said: page 
43 

“***The making of a contract with the United States 
and the resulting obligation to perform duties in 
favor of the United States by necessary implication 
impose the responsibility of performance in accord¬ 
ance with the law* of the land; that is, without dis¬ 
regarding the rights or appropriating the property 
of others. A contractor with the United States, 
therefore, is in the very nature of things bound to 
discharge the obligation of his contract without viola¬ 
ting the rights of others, and merely because he con¬ 
tracts with the United States is not vested with the 
power to take the property of others upon the as¬ 
sumption that as a result of the contract with the 
United States he enjoys the right to exercise public 
and governmental powers possessed by the United 
States.” 

This decision interprets the Act of June 25,1910,40 Stat. 
705, 35 U. S. C. 68 designed to accord patent owners relief 
against unlicensed use of their inventions by the Govern¬ 
ment. Since this decision, namely, on July 1, 1918, said 
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act was amended to cover unlicensed manufacture for the 
Government but Congress has not yet seen fit to enlarge 
the scope of the statute to cover unlicensed sales to the 
Government. The amended statute reads as follows: 

“Sec. 68. Suit for unlicensed use of invention by 
the United States; compensation for; Government 
employees. 

Whenever an invention described in and covered 
by a patent of the United States shall be used or 
manufactured by or for the United States without 
license of the owner thereof or lawful right to use 
or manufacture the same, such owner’s remedy shall 
be by suit against the United States in the Court of 
Claims for the recovery of his reasonable and entire 
compensation for such use and manufacture. The 
Court of Claims shall not entertain a suit or award 
compensation under the provisions of this section 
where the claim for compensation is based on the 
use or manufacture by or for the United States of 
any article owned, leased, used by, or in the posses¬ 
sion of the United States prior to June 25, 1910. In 
any such suit the United States may avail itself of 
any and all defenses, general or special, that might 
be pleaded by a defendant in an action for infringe¬ 
ment, as set forth in this chapter, or otherwise. The 
benefits of the provisions of this section shall not 
inure to any patentee who, when he makes such 
claim, is in the employment or service of the Govern¬ 
ment of the United States, or the assignee of any 
such patentee. This section shall not apply to any 
device discovered or invented by such employee dur¬ 
ing the time of his employment or service. June 25, 
1910, c. 423, 36 Stat. 851; July, 1, 1918, c. 114, 40 
Stat. 705.” 
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Since defendant’s sales of their “Foamaster Airfoam 
Playpipe” and “Foamaster Airfoam” solutions are un¬ 
licensed sales and, at least in part, direct infringement of 
plaintiffs’ patents, it is clear, from the principle announced 
in the foregoing decision, that defendant’s admitted sales 
to the Government in the District of Columbia are com¬ 
pleted infringing acts within the venue provision, U. S. C. 
Title 28, Sec. 109. 

While defendant contends that a sale can be made only 
where the agreement of sale is consummated, citing New 
Wrinkle, Inc. v. Fritz, 30 F S 89, we submit that the Urqu- 
hart affidavit (Tr. 30, 31; Joint App. 23, 24) filed by plain¬ 
tiffs shows, by admission of one of defendant’s officers 
and the O’Neill affidavit (Tr. 33; Joint App. 25) itself 
shows that completed sales to the Government have been 
made by defendant in the District of Columbia. These 
sales may not have been made by Withers, Halpin or Ray 
and delivery may not have been made in the District. It is 
noted that the Price and the first O’Neill affidavits (Tr. 9, 
23, 24; Joint App. 8,18, 19) filed by defendant are evasive 
in this regard, Price saying: 

“***None of the materials, apparatus, means, sub¬ 
stances or equipment for producing foam which are 
described in the specifications and claims of said 
patents have been sold or delivered by any of the 
agents or representatives of the defendant above 
named to any customer in the District of Columbia, 
nor have any such materials, apparatus, means, sub¬ 
stance or equipment for producing foam been ship¬ 
ped by the defendant to the United States Govern¬ 
ment, or any of its departments or agencies, in the 
District of Columbia, or to any other person, firm or 
corporation in that District.” 

O’Neill on the other hand says that: 
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“I have read the affidavit of Wilfred M. Price, 
Exhibit A, dated May 12, 1943, annexed to the de¬ 
fendant’s motion to dismiss this action. The state¬ 
ments made therein are correct in all respects. I 
further state that, according to the records of the 
American-LaFrance Foamite Corporation of El¬ 
mira, New York, and my own knowledge on the sub¬ 
ject, there has been no sale, shipment, delivery or 
furnishing by said corporation of any apparatus, 
means or equipment identified or known as ‘Phom- 
aire Play Pipe ’ and/or materials or substances iden¬ 
tified or known as ‘Pliomaide Solution 9 to either Po¬ 
tomac Electric Power Company, the Washington 
Gaslight Company, or to any other person, firm or 
corporation in the District of Columbia. Defendant 
has given no orders or instructions to the Pyrene 
Manufacturing Company to ship or supply the said 
equipment or materials to any user or customer in 
the District of Columbia.” 

These affidavits could be literally true and still sales of 
defendant’s “Foamaster Airfoam Playpipe” and solution 
could have been made by defendant in the District of Co¬ 
lumbia, through other agents or representatives, to the 
United States Government. It, accordingly, is submitted 
that the complaint herein should not have been dismissed 
but that plaintiffs should have been given opportunity of 
discovery from defendant as to the circumstances sur¬ 
rounding and the manner of handling such Government 
sales. 


CONCLUSION 

For the above reasons plaintiffs respectfully submit: 
That the District Court should have denied defendant’s 
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motion to quash service and dismiss or grant plaintiffs’ 
motion to take depositions. 

! We, accordingly, respectfully ask this Honorable Court 
to reverse the decree of dismissal entered in this cause on 
July 20, 1943 and to remand this case to the trial court 
for such further action as this Honorable Court may deem 
to be appropriate under the circumstances. 

Respectfully submitted, 

Radcliffe Morris Urquhart, 
and George Gordon Urquhart, 
i By William A. Strauch, 

! 1001 Fifteenth St. N. W., 

I Washington 5, D. C., 

Attorney for Appellants. 
Of Cownsel for Plaintiffs-Appellants : 

J. Matthews Neale, 

Strauch & Hoffman, 

1001 Fifteenth St. N. W.. 

Washington 5, D. C. 
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tHntteb States Court of Appeals 

District of Columbia. 

No. 8645 


Radcliffe M. Ubquhabt and Geoege G. Uequhabt, 

Appellants, 

vs. 

American-LaFrance Foamite Corporation, 

Appellee. 


APPELLEE’S BRIEF. 

COUNTER STATEMENT OF THE CASE. 

Defendant’s Motion. 

Defendant moved under Rule of Civil Procedure 12(b) 
to dismiss the action on grounds stated in said Rule as fol¬ 
lows: 

(1) “Lack of jurisdiction over the person’’ 

(2) “Improper venue” 

(3) “Insufficiency of service of process”. 

(Tr. 5; Joint App. 5.) 

In this brief, distinctions between jurisdiction and venue 
are disregarded and it is to be understood that our argu¬ 
ment is directed to both as well as to insufficiency of service. 

Plaintiffs reside in the Eastern District of Pennsylva¬ 
nia. Defendant is a New York corporation which has its 
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principal place of business in Elmira in the Western Dis¬ 
trict of New York. 

The complaint, for patent infringement, alleged that 
jurisdiction was founded on §24 of the Judicial Code (28 
U.S.C. §41, par. 7), but did not make the allegations neces¬ 
sary to show that the United States District Court for the 
District of Columbia had jurisdiction over the defendant 
within §48 of the Judicial Code (28 U.S.C. §109, Act of 
March 3, 1897; infra, pp. 8, 9), because it was not alleged 
that defendant was an inhabitant of the District of Colum¬ 
bia or that it had committed acts of infringement in the 
District of Columbia and had a regular and established 
place of business there. 

Such a complaint must contain these essential allega¬ 
tions of jurisdiction. Eule 8(a)* and see: 

Weller v. Penn R. R. Co., 113 Fed. 502; 

Shaw v. American Tobacco Co., 108 Fed. 842, 
844 (C. C. A. 5); 

Underwood v. Fox, 158 Fed. 476; 

International Co. v. Fessenden, 131 Fed. 491. 

The reference to a “place of business” in the complaint 
(Tr. 2; Joint App., p. 3, Sec. (4)) was not sufficient. 

Maw v. Northern Pump Co., 27 Fed. Supp. 808; 

Potter v. Hook Scraper Co., 8 Fed. Supp. 66; 

White v. Studebaker, 30 Fed. (2d) 835. 

The Marshal made return that he had delivered a copy 
of the summons and complaint “to the within named de¬ 
fendant American-LaFrance-Foamite Corporation by serv¬ 
ing W. W. Withers, District Office Manager personally” 
(Tr. 4; Joint App. 4). There was no showing in the return 
that process had been made “by service upon the agent or 
agents engaged in conducting” a regular and established 
business of the defendant in the District of Columbia, as 
required by §48 of the Judicial Code (see infra, p. 9). 

♦Of the Rules of Gvil Procedure of the United States District Courts 
which are thus referred to hereafter. 
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Under these circumstances, the complaint and the ser¬ 
vice were defective. In order to avoid piecemeal motions 
(Rule 12(g) and Victory v. Manning, 128 Fed. (2d) 415) and 
present the facts which defeated jurisdiction and venue, 
defendant moved to dismiss and quash service on affidavits 
which presented those facts. 

Its motion was modeled upon Form 19, recommended by 
the Rules Committee and appended to the Rules of Civil 
Procedure and Notes, as printed and published by the Gov¬ 
ernment Printing Office, Edition of 1939, page 117. In the 
title of this Form it is stated by the Rules Committee that it 
presents, among others, the defenses of “improper venue 
and of lack of jurisdiction under Rule 12(b).” 

Distinctions between the two defenses are not impor¬ 
tant here where the grounds of the motion include both. § 48 
is directed to jurisdiction in patent suits and it has been 
held that “The Court must have had jurisdiction of the per¬ 
son as well as of the subject matter in order to sustain the 
judgment”. Blank v. Bitker, 135 Fed. (2d) 962 at 964. 

“Jurisdiction over the defendant, as distinguished from 
venue, implies, among other things, either voluntary ap¬ 
pearance by him or service of process upon him at a place 
where the officer serving it has authority to execute a writ 
of summons”. Robertson v. Labor Board, 268 U. S. 619, 
622. 

See also 

Orange Theatre Corp. v. Rayherstz Amusement 
Corp., 7 Fed. Rules Serv. 12(b), 23, Case 4; 
(C. C. A. 3, Jan. 10,1944. At this writing this 
case has not appeared in the Federal Re¬ 
porter). 

Defendant’s position was and is that this suit cannot 
be brought against it in the District of Columbia. 

For the purpose of the motion it had to be assumed that 
the defendant named in the complaint was actually a New 
York corporation named American-LaFrance-Foamite Cor¬ 
poration. This was because the complaint contained no 
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allegation of “an organized association of persons, nnder 
said name” as required by Rule 9(a) to support juris¬ 
diction (infra, p. 9). 

[Appellants attempt (Brief, p. 25) to justify this omis¬ 
sion by claiming they followed “official” form 2(c) which 
accompanied the Rules, but they fail to observe or state 
that said form contains the customary allegations that 
“defendant is a corporation organized under the Laws of 
New York”, etc. (Rules, Gov’t. Publication, p. it?).] 


The Evidence. 

1. Defendant’s office and business in the District of 
Columbia. 

The essential facts in this connection will be found be¬ 
tween pages 7 and 9 of the Joint Appendix.* They were 
condensed by the Court below in the following statement 
of his findings on the subject: 

“It is not disputed that defendant pays the rent 
on a small office at 1425 H Street, N. W., Washington, 
D. C.; that defendant’s name appears on the door of 
that office; that defendant’s name is listed in the 
Washington telephone directory at the above ad¬ 
dress ; that defendant employs three men as sales or 
other representatives and one stenographer whose 
office headquarters in the District are at the H Street 
address; and that the office furniture is owned partly 
by defendant. 

Defendant shows by supporting affidavits that no 
warehouse is maintained by it in the District; that 
no samples of defendant’s goods are displayed in the 
said office; that no one in said office has any part in 
billing, shipping or collecting the purchase price for 
goods sold by defendant; and, particularly, that all 
orders received by these three men are forwarded 
by them to the principal office of defendant at 
Elmira, New York, and there rejected or accepted 


* Hereinafter referred to as App. 
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and filled, said employees having no authority to 
accept or reject orders. Plaintiffs have offered no 
positive counter-showing.” (Tr. 35; App. 27, 28.) 

Plaintiffs made no attempt to disprove any of the facts 
above stated. In their “Points and Authorities” filed in 
opposition to defendant’s motion to dismiss they referred 
to the facts concerning defendant’s place of business as 
“admitted and established”, and on this appeal they again 
stand on defendant’s affidavits (Brief, pp. 14, 15, 21). 
Plaintiffs’ position was and is that those facto established 
that defendant had a regular and established place of busi¬ 
ness in that District. The Court below held to the contrary 
(Tr. 36; App., p. 28). 

Other facts will appear in the course of our argument, 
but it may be noted here that plaintiffs do not claim that 
defendant filed there any designation of a representative 
on whom service could be made. 

Alleged infringement in the District of Columbia. 

The complaint alleged that the defendant infringed the 
patents in suit “at its place of business at 1425 H Street, 
N. W., Washington, D. C., and elsewhere in the United 
States, by selling” apparatus and foam-generating mate¬ 
rials to others and “instructing said others in using such 
apparatus and materials for practicing said patented 
methods” (Tr. 3; App. 3). This general type of foam- 
producing equipment is customarily referred to in the trade 
as “air foam” or “mechanical foam” (Tr. 33; App. 26). 

Defendant’s affiants asserted that “none of the mate¬ 
rials, apparatus, means, substances or equipment for pro¬ 
ducing foam which are described in the specifications and 
claims of said patents have been sold or delivered” to any 
customer in the District of Columbia, or shipped by the 
defendant to the United States Government, or any of its 
Departments, or agencies, or any other person, firm or 
corporation in that District (Tr. 9; App. 9). They denied 
“use or demonstration of any process at all similar to those 


i 
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set forth in the claims of said patents, or of the materials, 
apparatus, ’ ’ etc., enumerated in the plaintiff’s patent 
claims, within the District of Columbia (Tr. 10, 12, 14, 15, 
16; App. 9, 10, 12, 14), and denied that they had given 
instructions in the use of any apparatus or materials for 
practicing the methods or processes of the patents (Tr. 12, 
14,15,16; App. 10,12,14). 

Plaintiffs presented no competent evidence to contra¬ 
dict or impugn these statements of defendant’s witnesses 
and it will presently appear that the meagre information 
upon which they alleged in their complaint that defendant 
had infringed in the District of Columbia was entirely 
mistaken. 


Plaintiffs First Motion. 

Plaintiffs did not directly oppose defendant’s motion 
but instead filed a motion (1) to strike the affidavit of 
W. M. Price, (2) for permission to take the depositions of 
defendant’s affiants as to sales or shipments of certain 
named alleged infringing apparatus —not as to the status 
of defendant’s Washington office or business—and (3) to 
postpone plaintiffs’ opposition to defendant’s motion until 
after 'plaintiffs’ motion was disposed of (Tr. 17, 18; App. 
14, 15). 

This motion was based on an affidavit of Mr. Strauch, 
plaintiffs’ solicitor of record and chief counsel (Tr. 20, 21; 
App. 16-18), in which he asserted, on information and belief 
only , that defendant sold apparatus, means and equipment 
“identified as ‘Phomaire Play Pipe’ ” and materials 
“identified as ‘Phomaide Solution’ ” in the District of 
Columbia which were used by the purchasers to infringe 
the patents in suit, and had installed said apparatus and 
equipment at the Potomac Electric Power Company and 
Washington Gas Light Company in that District (pp. 16, 
17); that these goods were made by the Pyrene Manufac¬ 
turing Company, which had no office in the District of 
Columbia (p. 17) and that said Company had filed a declara- 



7 


tory judgment action against the plaintiffs in the Eastern 
District of Pennsylvania to adjudicate the patents in suit 
(p. 17). He objected to defendant’s affidavits above re¬ 
ferred to because they were not made by an officer of the 
defendant company (p. 17). 

Defendant thereupon, pursuant to the rule of the Dis¬ 
trict Court, filed a memorandum of “Points and Authori¬ 
ties” opposing plaintiffs’ motion, and affidavits in which 
(1) Mr. O’Neill, President of the defendant Company, con¬ 
firmed the correctness of the statements in Mr. Price’s 
affidavit supporting defendant’s motion to dismiss and 
categorically denied the sale of Phomaire Play Pipe or 
Phomaide Solution to any firm or corporation in the Dis¬ 
trict of Columbia (Tr. 23, 24; App., pp. 18, 19); (2) Mr. 
Thielscher, in charge of the mechanical engineering depart¬ 
ment of the Potomac Electric Power Company, stated that 
it had neither purchased, installed nor used any Phomaire 
Play Pipe or Phomaide Solution, and that the only foam 
fire-extinguishing equipment which the Company had was 
purchased from a different concern (Tr. 26; App., p. 20); 
and (3) Mr. Leonard, in charge of the Safety Department 
of the Washington Gas Light Company, stated that while 
the Company had several Phomaire and Phomaide installa¬ 
tions they were not bought or procured from the defendant 
or any one connected with it (Tr. 27, 28; App., p. 22). 


C? L'.’s'. 


X 


Plaintiffs’ Second Motion. 




,.,yn 


Plaintiffs then moved for leavp.to “supplement” their 
first motion “by adding” an affidavit of one of them, Mr. 
R. M. Urquhart, and to strike Mr. O’Neill’s affidavit unless 
he submitted himself for cross-examination (App. 22). The 
Urquhart affidavit stated that at the time of filing suit “he 
had information that defendant” had sold the Pyrene ap¬ 
paratus, known as “Phomaire Play Pipe” or the Pyrene 
materials known as “Phomaide Solution”, or similar 
equipment identified as ‘Foam Master Airfoam Play Pipe’ 
and ‘Foam Master Airfoam Solution’ in the District of 
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Columbia and especially to the United States Government. 

He further stated that since the filing of plaintiffs’ motion 
(presumably their first motion) he had been * 1 orally advised 
by an officer (not named) of the defendant corporation” 
that employees of defendant’s "Washington office had 
solicited sales of defendant’s “Foam Master” goods from 
the Government in the District of Columbia and that de¬ 
fendant had received Government orders and made sales to 
the Government in the District (Tr. 30; App., pp. 23, 24). 

Defendant countered with another affidavit of Mr. 
O’Neill, who stated therein that he had a conversation with 
Mr. Urquhart but did not tell him that any contract of 
sale of defendant’s goods had ever been made in the Dis¬ 
trict of Columbia. To the contrary, he told Mr. Urquhart 
that all orders received by the defendant are accepted at 
its office in Elmira “and nowhere else” (Tr. 33; App., pp. 
25, 26). 

Neither of plaintiffs’ affidavits contained any material 
statement concerning defendant’s Washington office. They 
were directed to alleged sales in the District of Columbia 
exclusively. 

The Trial Court’s “Ruling” or opinion covers all the 
points now presented by the appellants (Tr. 34; App. 26). 
He granted defendant’s motion to dismiss and denied plain¬ 
tiffs’ motions above described. Plaintiffs’ Notice of Appeal 
is confin ed to that part of^his Decree which dismissed the m 

riiJactios, (Vr. 69; 

^'.-■maintains' that 
their motions. 

Statutes and Rules Involved. 

“In suits brought for the infringement of letters patent 
the district courts of the United States shall have jurisdic¬ 
tion*, in law or in equity, in the district of which the defend¬ 
ant is an inhabitant, or in any district in which the defend- 
i ant, whether a person, partnership, or corporation, shall 
have committed acts of infringement and have a regular 


App. p 2 ) , but the ir £rieifc* fc 
the. Cte&rt erred in denying* • 


* Emphasis in quotations is ours unless it is otherwise stated. 
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and established place of business. If snch suit is bronght 
in a district of which the defendant is not an inhabitant, bnt 
in which snch defendant has a regular and established place 
of business, service of process, summons, or subpoena upon 
the defendant may be made by service upon the agent or 
agents engaged in conducting such business in the district 
in which suit is brought.” (Act of March 3, 1897; 36 Stat. 
1091, §48 Judicial Code; U. S. C. Title 28, §109). 

‘ t Whenever a statute of the United States or an order 
of court provides for service of a summons, or of a notice, 
or of an order in lieu of summons upon a parly not an in¬ 
habitant of or found within the state, service shall be made 
under the circumstances and in the manner 'prescribed by 
the statute, rule, or order.” (Rules of Civil Procedure 
§4(e).) 

“A pleading * * * shall contain (1) a short and plain 
statement of the grounds upon which the Court’s jurisdic¬ 
tion depends” etc. (Rule 8(a) ). 

“It is not necessary to aver * * * the legal existence of 
an organized association of persons that is made a party, 
except to the extent required to show the jurisdiction of 
the Court” (Rule 9(a)). 

“ * * * The following defenses may at the option of 
the pleader be made by motion: * # * (2) lack of jurisdic¬ 
tion over the person, (3) improper venue, (4) insufficiency 
of process, (5) insufficiency of service of process. * * * A 
motion making any of these defenses shall be made before 
pleading if a further pleading is permitted” (Rule 12(b)). 

“The defenses specifically enumerated (l)-(6) in sub¬ 
division .(b) of this rule, whether made in a pleading or by 
motion, * * * shall be heard and determined before trial on 
application of any party, unless the court orders that the 
hearing and determination thereof be deferred until the 
trial” (Rule 12(d)). 

“By leave of Court after jurisdiction has been obtained 
over any defendant * * • the testimony of any person, 
whether a party or not, may be taken at the instance of any 
party by deposition” etc. (Rule 26(a)). 
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“When a motion is based on facts not appearing of 
record the court may hear the matter on affidavits presented 
by the respective parties, but the court may direct that the 
matter be heard wholly or partly on oral testimony or depo¬ 
sitions” (Rule 43 (e)). 

“These rules shall not be construed to extend or limit 
the jurisdiction of the district courts of the United States 
or the venue of actions therein” (Rule 82). 


Summary of Argument. 

1. Jurisdiction over the person of defendants in patent 
suits and the venue thereof is to be determined solely by the 
Act of March 3, 1897 (C. 395, 29 Stat. 695 as amended; 
Judicial Code Sec. 48; U. S. C. Title 28, Sec. 109). The 
history of this Act demonstrates that it was passed for the 
purpose of exactly defining and restricting the jurisdiction 
of the Federal Courts in patent suits. In order to establish 
jurisdiction over a non-inhabitant defendant plaintiffs must 
plead, and, if the jurisdiction is challenged, show that de¬ 
fendant has (1) committed acts of infringement and (2) 
maintained a “regular and established place of business” 
in the District of suit. Both elements must be present and 
the burden of proof rests on the plaintiffs when jurisdic¬ 
tion is challenged. 

2. The complaint was defective in that it did not allege 
or show that defendant is an inhabitant of the District of 
Columbia or has a “regular and established” place of busi¬ 
ness there; and plaintiffs completely failed to present 
evidence to sustain the burden to prove that fact which, as 
they now admit, rested upon them. (Appellants’ Brief, p. 
14). Upon the facts and circumstances set forth in the 
affidavits filed by defendant in support of its motion under 
Rule 12(b) to dismiss—facts which plaintiffs have said are 
“admitted and established”—the defendant did not have 
a regular and established place of business in the District 
of Columbia. It was further shown by said affidavits that 
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defendant had not committed acts of infringement in that 
District and that the information and belief of the plain¬ 
tiffs in that respect was entirely mistaken. But even if it 
be assumed that there was a conflict of evidence on that 
point or even that plaintiffs had shown acts of infringe¬ 
ment in the District, the absence of a regular and estab¬ 
lished place of business alone defeats the jurisdiction and 
venue. 

3. The said statute (§48) provides that in patent in¬ 
fringement suits brought in a District of which the de¬ 
fendant is not an inhabitant but in which it has a “regular 
and established place of business”, service of process is to 
be made by service upon the agent “engaged in conducting 
such business in the District in which suit is brought”. 
The Marshal's return (Tr. 4; App. 4) showed that service 
was not so made. 

4. Plaintiffs were not entitled to a discovery in aid of 
jurisdiction. Rule 26(a) upon which they rely, expressly 
provides that discovery is to be granted only after juris¬ 
diction has been obtained. The Trial Court's conclusion 
that nothing in the rules authorizes discovery in aid of 
jurisdiction was correct. In hearing defendant's motion 
upon affidavits he followed an old and approved practice 
and properly exercised the discretion expressly conferred 
upon him by Rule 43(e). The practice adopted was the one 
best designed to obtain a just, speedy and inexpensive de¬ 
termination of the action in conformity with Rule 1. 

5. It clearly appears from the affidavit of plaintiffs' 
counsel (Tr. 20; App. 17), that the plaintiffs were extremely 
anxious to bring suit in the District of Columbia. The 
maker of the alleged infringing goods, The Pyrene Manu¬ 
facturing Company, having no office or place of business 
in the District of Columbia, they attacked the defendant 
when they found an office in the District with its name on 
the door. They had no evidence concerning the nature of 
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the operations conducted at that office, and only slight—and 
mistaken—information concerning supposed acts of in¬ 
fringement by the defendant in the District. It also appears 
in the said affidavit (Tr. 21; App.17) that the Pyrene Com¬ 
pany has brought a declaratory judgment action against 
the plaintiffs in the District of their residence to “adjudi¬ 
cate” the patents in suit. Under these circumstances the 
decision of the Trial Court was just and one that remitted 
the case to a District “where there is no doubt as to the 
jurisdiction before, rather than after, expensive and pro¬ 
tracted litigation has been had” (see cases cited infra, 
p. 24). 

The opinion of the Court below covers all the points 
presented by Appellants and was clearly right in all re¬ 
spects. 


ARGUMENT. 

I. 


Section 48 of the Judicial Code (Act of March 3, 
1897; U. S. C. Title 28, Sec. 109) required appellants 
to plead and show jurisdiction over the person of the 
defendant, but they did neither. 

1. This statute is exclusive in patent infringement suits. 

Stonite Products Co. v. Melvin Lloyd Co., 315 
U. S. 561 (March 9, 1942). 

This is now admitted by Appellants (Brief p. 15). 
Plaintiffs cannot rely upon any statute of the District of 
Columbia or any Court rule to affect the application of this 
i statute. “Congress did not intend the Act of 1897 to 
dovetail with the general provisions relating to the venue 
of civil suits, but rather that it alone should control venue 
1 in patent infringement proceedings”. Id. 566. 
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The Court held that therefore Sec. 52 of the Judicial 
Code (28 U. S. C. Sec. 113) is inapplicable to patent in¬ 
fringement suits. 

See also Carbide & Carbon Chem. Corp. v. U. S. 
Ind. Chem. Inc., 60 TJ. S. P. Q. 216, 219; 
Advance Sheets, Feb. 5, 1944 (4th C. C. A. 
Jan. 10, 1944). 

2. The statute is restrictive. 

“The Act of 1897 was adopted to define the 
exact jurisdiction of the federal courts in actions to 
enforce patent rights, and thus eliminate the un¬ 
certainty produced by the conflicting decisions on the 
applicability of the Act of 1887, as amended, to such 
litigation. * * * 

The Act of 1897 was a restrictive measure limit¬ 
ing a prior broader venue.’ 7 ( Stonite v. Melvin 

Lloyd Co., 315 U. S. pp. 565, 566). 

When the Act of March, 1897 was passed and after the 
decision in In re Keasbey <& Mattison Co., 160 U. S. 221, 
“any district where the defendant happened to be served, 
no matter how distant from his home or the place of in¬ 
fringement, was a proper one in which to begin the action” 
(for patent infringement). * # * “Many thoughtful minds 
conceived it to be an injustice that, whereas, defendants 
in other actions were given immunity from suit, when 
absent from their domiciles, defendants in patent suits 
could be attacked in districts where defense was difficult 
if not impossible. * * * An act limiting jurisdiction was 
to be expected, and any doubtful phraseology must be 
solved in the light of what, in the circumstances, appears 
to have been the obvious purpose of congress”. 

Bowers v. Atlantic, G. & P. Co., 104 Fed. 887, 
890, 891 (Cited with approval in the Stonite 
Case). 

Winterbottom v. Casey, 283 Fed. 518, 520. 
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3. A non-inhabitant defendant can be sued for patent 
infringement only in a District where it has committed acts 
of infringement and has a regular and established place of 
business. Both elements must concur. 

Phillips v. Baker, 121 Fed. (2d) 752; (C. C. A. 9). 

Shaw v. American Tobacco Co., 108 Fed. 842 
(C. C. A. 5). 

Perhaps the citation of authority is unnecessary. The 
Trial Judge correctly said “That both of these elements are 
necessary is apparent from a careful reading of the sec¬ 
tion^. (Tr. 35; App. p. 27.) 


II. 

The burden of proof to show jurisdiction over the 
person of the defendant was on the plaintiffs-appel- 
lants. 

“Assuming, arguendo, that facts constituting jurisdic¬ 
tional venue in this Court are adequately alleged, there 
can be no doubt that the burden of proof to sustain them 
against attack at the threshold is on the plaintiffs” (Tr. 
37; App. 30). 

This holding of the Trial Court is supported by many 
decisions. Examples of them, in addition to those cited by 
him, are Phillips v. Baker, 121 Fed. (2d) 752; Zimmers v. 
Bodge, 21 Fed. (2d) 152 at 158; Edison v. Allis-Chalmers 
Co., 191 Fed. 837. 

Plaintiffs now admit this burden rested on them (Appel¬ 
lant’s Brief, p. 6). 
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III. 

On the evidence, defendant did not have a regular 
and established place of business or commit acts of 
infringement in the District of Columbia. 

1. No regular and established place of business. 

This point deals with Point V of Appellants ’ Brief, 
page 26. 

The Trial Court found (Joint App. p. 28) that the facts 
here are “identical” with those in the case of Tyler Co. v. 
Ludlow-Saylor Wire Co., 236 U. S. 723, with one exception 
(hereinafter explained). The accuracy of this ruling will 
appear when the facts of that case are compared with those 
in the case at bar. 

In the Tyler case the defendant, a Missouri corporation, 
was sued in the Southern District of New York for patent 
infringement. Its plant and home office were in Missouri. 
It employed an 1 ‘Eastern Representative”, upon whom 
process was served, paying him a salary, commission on 
sales and traveling expenses. He maintained headquarters 
in New York City, the rent and stenographer’s wages being 
paid in part by the defendant and in part by another cor¬ 
poration, which he also represented. His duty to the de¬ 
fendant was “to solicit orders (and) forward them when 
received to the home office for execution ”. This representa¬ 
tive received and forwarded, and the defendant accepted, 
an order for goods which it manufactured and shipped to 
the purchaser in New York City. The Court held that 
the facts did not support the allegation that the defendant 
had a regular and established place of business at said 
New York office and “that the said sale was consummated 
at St. Louis and did not constitute an infringement within 
the District where the suit was brought”. (236 U. S. 725.) 

The facts concerning defendant’s office in the instant 
case were found as stated at page 4 supra. 

The one exception mentioned by the Court below as a 
departure from the facts of the Tyler case was that in that 
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case the defendant’s sales representative was employed by 
two different concerns and used the one office for his two 
employers, whereas defendant’s representative here is em¬ 
ployed by it alone. Manifestly, that circumstance was 
immaterial. The agent’s relation to the defendant in the 
Tyler case was not changed because he also worked for 
another concern. The Court below so holds (Tr. 36; App. 
28). 

Similar conditions surrounding the “regular and estab¬ 
lished” place of business of defendants in patent infringe¬ 
ment cases have appeared in many opinions which have 
denied jurisdiction over the person under §48. 

Some of these authorities follow: 

A “regular and established place of business” is one 
where the same kind of business is done as at the home 
office or principal place of business. 

Winterbottom v. Casey, 283 Fed. 518; 

American Co. v. Lalance, 256 Fed. 34; 

Waterman v. Parker, 100 Fed. 544. 

“The corporation must be engaged in carrying on 
i in a continuous manner a substantial part of its 
i ordinary business, to carry on which it was char- 
i tered” * * * “The facts (quite similar to those of 
the case at bar) hereinabove stated, show, in the 
opinion of the Court, an incidental activity of the 
corporation, not a substantial part of its ordinary 
business.” 

Zimmers v. Dodge, 21 Fed. (2d) 152, 157, 158 
i (N. D. HL, Judge Wilkerson). 

“That view (Judge Wilkerson’s) impresses me 
as sound. It cannot be that so restrictive a statutory 
provision as that now under consideration means no 
more than merely doing business. In order to bring 
itself within the jurisdiction of a Court of a par¬ 
ticular district, by force of the statute, the defendant 
firm (a) must have a place of business in the district; 




(b) that place of business must be ‘regular’ and (c) 
it must be ‘established’.” 

Candas v. Agnini, 14 Fed. Supp. 21, at 22 (S. D. 

N. Y.). 

Additional examples of similar cases in which the 
Courts refused jurisdiction upon similar states of fact fol¬ 
low: 

Mas v. Nu Grape Co., 62 Fed. (2d) 113 (C. C. 

A. 4); 

Elevator Supplies Co. v. Wagner, 54 Fed. (2d) 

937; affirmed 54 Fed. (2d) 939 (C. C. A. 2); 

Wilson v. McKinney, 59 Fed. (2d) 332 (C. C. 

A. 9); 

Phillips v. Baker, 121 Fed. (2d) 752, 755 (C. C. 

A. 9); 

Haight v. Viking Pump Co., 29 Fed. Supp. 575; 

Hoegger v. Lawson, 35 Fed. (2d) 219; 

Maw v. Northern Pump Co., 27 Fed. Supp. 808. 

The authorities relied on by plaintiffs are not applicable 
and are contrary to the great weight of authority on this 
point. 

(We here distinguish cases cited on pages 32-34 of Ap¬ 
pellants’ Brief.) 

Under Point V (pp. 14-31) of their brief plaintiffs state 
that defendant’s affidavits establish that it has a regular 
and established place of business “within thQ modern in¬ 
terpretation” of Sec. 48 of the Judicial CodeL 

The first case relied on by plaintiffs is Shelton v. 
Schwartz, 131 Fed. (2d) 805, where the Circuit Court of 
Appeals of the Seventh Circuit held that in patent infringe¬ 
ment cases the plaintiff may rely upon the specific statute 
(Sec. 48 of the Judicial Code) and may also avail itself of 
Secs. 3 and 4 of sub-division (d) of Buie 4 of the Federal 
Rules of Civil Procedure (See Tr. 36; App. 29). The 
decision was based on that proposition. 
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i . This led Chief Justice Eicher to say of the Shelton case: 

“In view, however, of the Court’s failure to com¬ 
ment on the unequivocal pronouncement of the United 
States Supreme Court in the Stonite Products Com¬ 
pany case, that Sec. 48 of the Judicial Code is the 
exclusive provision controlling venue in patent in¬ 
fringement proceedings, it is felt that this decision 
had not been called to that Court’s attention” (Tr. 
36; App. p. 29). 

Furthermore, in Shelton v. Schwartz the Court fell into 
errors in attempting to distinguish Tyler v. Ludlow-Saylor 
Co., 236 U. S. 723. The opinion contained the statement 
(131 Fed. 2d 809) that the holding in the Tyler decision as 
to the character of the defendant’s place of business was 
obiter. The Supreme Court actually said “Considering 
all the facts disclosed we think them insufficient to support 
the allegation that appellee had a regular and established 
place of business” within the intendment of the statute. 
(236 U. S. at 725; See also the first heading which states 
what was “held”). 

Again, it is stated in the Shelton opinion (p. 809) that 
in the Tyler case the defendant’s place of business was a 
room rented by another corporation and the agent was 
employed by that corporation. What the Tyler opinion 
actually stated was that the defendant’s representative 
maintained headquarters of both concerns in the office in 
question and the rent and the stenographer’s wages were 
apportioned between them. The circumstance was entirely 
immaterial. The Trial Court was absolutely right when 
he said (App. p. 28) that “the facts here are identical” 
with those in the case of Tyler Co. v. Ludlow-Saylor Co., 
236 U. S. 723, with the exception already noted. 

Furthermore, the Court fell into error when it stated 
that the Tyler case “is distinguishable because the Rule of 
Civil Procedure which authorizes service on a 1 managing 
or general agent’ was not in force when this decision was 
rendered”. The Court overlooked Rule 4(e) {swpra, p. 9) 
that when a statute of the United States provides for ser- 
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vice of a summons it shall be made as prescribed by the 
statute. Sec. 48 of the Judicial Code prescribes the man¬ 
ner of service in patent suits and Rule 4d (3) does not 
apply, as the Court below held (Tr. 34; App. 27). Rule 82 
was also overlooked. It provides that the Rules do not ex¬ 
tend or limit jurisdiction or venue in the United States 
District Courts (supra, p. 10). 

The next case upon which the plaintiffs rely is likewise 
a decision of the Seventh Circuit Court of Appeals, written 
by the same Judge. Jas. P. Marsh Corp. v. U. S. Gauge Co., 
129 Fed. (2d) 161. In the words of the Court below: “The 
Court found that there was a sale by the defendant in Chi¬ 
cago; that the defendant was licensed to do business in 
Illinois; and it maintained a regular and established place 
of business in Chicago” (Tr. 36; App. 29). 

In the instant case, the defendant has made no sales in 
the District of Columbia and was not licensed to do busi¬ 
ness there. 

Finally, with respect to these two cases, we have to say 
that they are contrary to the great weight of authority on 
the question of what constitutes a “regular and established 
place of business” under Sec. 48 of the Judicial Code. 

Opposed to the Seventh Circuit are the Second Circuit 
Court of Appeals in Elevator Supplies Co. v. Wagner, 54 
Fed. (2d) 939, affirming without opinion 54 Fed. (2d) 937; 
the Fourth Circuit Court of Appeals in Mas v. Nu Grape 
Co., 62 Fed. (2d) 113; the Ninth Circuit Court of Appeals 
in Wilson v. McKinney, 59 Fed. (2d) 332 and Phillips v. 
Baker, 121 Fed. (2d) 752, 755; and many District Court 
decisions, as cited above. 

In the two cases last cited many authorities are reviewed 
and these include not only a number of the cases cited above 
under this Point, but numerous decisions in other Circuits 
where, in dealing with facts closely similar to those in the 
case at bar, numerous Judges have held in conformity with 
the Supreme Court in the Tyler case. 

The third case relied on by the plaintiffs on this ques¬ 
tion of “regular and established” place of business is 
Patent Royalties Corporation v. Land O’Lakes Creameries, 
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11 Fed. Supp. 103. That case well illustrates the applica¬ 
tion of many of the decisions we have cited. The defend¬ 
ant, a Minnesota corporation, had obtained permission to 
do business in New York according to the laws of that 
State. It maintained stores in which it kept stocks of mer¬ 
chandise worth several thousand dollars. 

Judge Byers said 1 ‘The places of business of the defend¬ 
ant here are operated and maintained as places where the 
defendant sells its dairy products to retail dealers, and such 
places therefore are ‘regular and established places of 
business’ 

In the instant case there is no stock of goods in the 
District of Columbia and no place of business from which 
sales are made. The defendant in the cited case was doing 
a substantial part of its regular business in the District 
where it was sued. In the instant case the contrary is true. 

2. No acts of infringement within the District of 
Columbia. 

(This point deals with Point VI of Appellants’ Brief, 
p. 35). 

Plaintiffs have made no showing of such infringement. 
Their own affidavits show they had no evidence of it and 
that they filed suit in this District on mere suspicion based 
upon mistaken information. 

The Trial Court held that the burden of proof to sus¬ 
tain the allegations of jurisdiction or venue “against attack 
at the threshold is on the plaintiffs”. 

Infringement of a patent consists of a manufacture, a 
use, or a sale of the patented invention (Rev. St. $4884; 
U. S. C. Title 35, §40). 

Proof of an infringing sale must show that it was con¬ 
summated in the District of Columbia. * ‘ Contracts to manu¬ 
facture, threats to use, negotiations for a sale, will not be 
sufficient, for the statute requires proof of the completed 
act”. Westinghouse v. Stanley, 116 Fed. 641 (long a lead¬ 
ing case) cited with approval in Tyler v. Ludlow-Saylor 
Co., 236 U. S. at 725. ‘ 
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New Wrinkle, Inc., v. Fritz, 30 Fed. Supp. 89. 

In Colgate v. Procter, 25 Fed. (2d) 160, the defendant 
had actually built a plant for the practice of the alleged 
infringing process but had not used it when suit was 
brought. It was held that no act of infringement had 
occurred. 

The plaintiffs failed to make a prima facie showing of 
a sale by defendant in the District of Columbia. 

The charge of the complaint (Tr. 2; App. 3) was that 
the defendant was infringing or contributorily infringing 
1 ‘at its place of business at 1425 H Street, N.W., Wash¬ 
ington, D. C. and elsewhere in the United States by selling 
said apparatus and foam generating materials to others 
and instructing said others in using said apparatus and 
materials for practicing said patented methods’’, etc. 

Defendant’s affiants having specifically denied these alle¬ 
gations, plaintiffs, “ recognizing that venue or personal 
jurisdiction was challenged and that they had the burden 
of establishing the jurisdictional facts” (Appellants’ Brief, 
p. 6) filed the affidavit of Mr. Strauch, already referred to. 
It appeared in this affidavit that the only information upon 
which plaintiffs filed suit was that defendant had sold or 
supplied to the Potomac Electric Power Company and the 
Washington Gas Light Company, in the District of Colum¬ 
bia, the materials, apparatus, etc. 1 ‘charged as an infringe¬ 
ment in this litigation” (Tr. 21; App. 15,16,17). 

This charge was so completely disproved by the affidavits 
of Messrs. Thielscher, Leonard and O’Neill, (see Tr. 
18-22; App. 18-21), that plaintiffs immediately shifted 
their ground and for the first time mentioned sales to the 
Government. 

In view of the statements at pages 6 and 7 of the appel¬ 
lants ’ brief, apparently designed to create the impression 
that they had evidence of sales by defendant to the United 
States Government in the District of Columbia, attention 
is called to the fact that neither in the complaint nor in 
Mr. Strauch’s affidavit was there any allegation of such 
sales. The only reference to the Government was made by 
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Mr. Strauch who stated (Tr. 20; App. 17), on information 
and belief, that the United States Government was a nser 
of certain infringing equipment and was negotiating for a 
license under plaintiffs ’ patent in suit, which is far short 
of an allegation of infringement in the District of Columbia 
by the defendant. 

i Mr. Urquhart stated “that at the time of filing this suit 
he had information” that the defendant had made sales of 
1 the alleged infringing apparatus and materials in the Dis¬ 
trict of Columbia “to several concerns and especially to the 
! United States Government” (Tr. 30; App. 23), and upon 
information and belief (Tr. 31; App. 24) “avers that sales 
of said equipment and solution have been solicited and made 
by defendant in the District of Columbia to others than the 
United States Government”. Neither he nor Mr. Strauch 
i disclosed the sources of any of their alleged information, 
with one exception. 

Mr. Urquhart stated that “since filing of defendant’s 
motion” he had been “orally advised” by an officer of the 
defendant that sales had been made to the United States 
Government in the District of Columbia (Tr. 30, 31; App. 
23, 24). Mr. Urquhart did not name the defendant’s officer 
1 to whom he referred, but Mr. O’Neill, defendant’s Presi- 
! dent, later made affidavit (Tr. 32; App. 25) that since this 
suit was begun he had a conversation with Mr. Urquhart 
but denied that he made the statement alleged by Mr. 
Urquhart. 

It therefore appears that the information upon which 
1 plaintiffs brought their suit was erroneous and when they 
found that out they seized upon a statement in a casual 
conversation and stretched it to suit their case. It is mani¬ 
fest that when they brought suit they had no evidence of 
infringement in the District of Columbia, nothing more 
i than a mistaken suspicion and an ardent desire to sue in 
that district; and it is equally manifest that their claim of 
sale to the Government in the District was conceived only 
after their original claim was disproved by defendant’s 
affidavits. 

Plaintiffs’ attempt to have the Court believe that where 
the Government “awards” or orders goods, it makes a con- 
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tract for them is without any foundation whatever in the 
evidence. It cannot be assumed that when the Government 
orders goods from the defendant the terms and conditions 
are accepted when the 44 award’’ is made. There is no 
basis whatever for plaintiff’s claim that a contract of sale 
was made by defendant with the Government in the Dis¬ 
trict of Columbia. 

Plaintiffs completely failed to sustain the burden, which, 
as they admit, rested upon them to show infringement, but 
even if they had sustained it, the absence of a regular and 
established place of business defeats the jurisdiction and 
so likewise does the insufficiency of the service of process. 


IV. 


The service of process was insufficient. 

(This point deals with Point II of Appellants’ Argu¬ 
ment, Brief, p. 21.) 

Sec. 48 of the Judicial Code (U. S. C. Title 28, Sec. 109) 
requires that service against a non-inhabitant defendant be 
made 4 4 by service upon the agent or agents engaged in con¬ 
ducting such business in the District in which suit is 
brought”. “Such” refers to the 44 regular and established 
place of business” previously prescribed in the same sen¬ 
tence. The Marshal’s return (Tr. 4; App. 4) reads that he 
“served a copy of said summons and of the complaint by 
delivering a copy of said summons and complaint to the 
within named defendant American-LaFrance-Foamite Cor¬ 
poration by serving W. W. Withers, District Office Manager 
personally”. 

Such service was not “under the circumstances and in 
the manner prescribed by the statute” (Rule 4(e)) because 
it was not made upon an agent engaged in conducting a 
regular and established business of the defendant in the 
District of Columbia. Defendant’s affidavits show without 
denial or question that such a return could not properly 
be made because Mr. Withers was not conducting defend- 
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ant’s business at a regular and established place of busi¬ 
ness. 

The service was entirely insufficient. 

Scheuerle v. One-Piece Lens Co., 241 Fed. 270; 
Wilson v. McKinney, 59 Fed. (2d) 333, and cases 
cited; 

Waterman Co. v. Parker Co., 100 Fed. 544; 

Gibbs v. Emerson Co., 29 Fed. Supp. 810; 

Haight v. Viking Co., 29 Fed. Supp. 575; 


In sum, it is submitted that it is clear beyond question 
that the defendant cannot be sued for patent infringement 
in the District of Columbia, but even were there reasonable 
doubt on the subject it is better, as several Courts have held, 
that the action be dismissed and the parties remitted to a 
District where “there is no doubt as to the jurisdiction 
before, rather than after, expensive and protracted litiga¬ 
tion has been had”. 

Zimmers v. Dodge, 21 Fed. (2d) 152,158; 

Haight v. Viking Pump Co., 29 Fed. Supp. 575; 

Phillips v. Baker, 121 Fed. (2d) 752, 756; 

General Electric Co. v. Best, 220 Fed. 347, 348; 

Bowers v. A. & P. Co., 104 Fed. 887; 

Candas v. Agnini, 14 Fed. Supp. 21; 

Sweet v. Hercules Powder Co., 40 Fed. Supp. 
356, 357; 

Carbide Chem. Corp. vs. U. S. Ind. Chem., 60 
U. S. P. Q. 216, 218 (Jan. 10, 1944). 
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V. 


Defendant has not waived its objections to the 
jurisdiction or venue. 

(This point deals with Point I of Plaintiff’s Argument) 
Appellants’ Brief (p. 15). 

Appellants’ position on this point is based entirely on 
Neirbo Co. v. Bethlehem Shipbuilding Corp., 308 U. S. 165. 
But there the Court said (p. 167) “The sole question in the 
case is whether Sec. 51 is satisfied by the desig'mtion (under 
State law) by a foreign corporation of an agent for service 
of process.” 

It was held that by such a designation the defendant had 
waived the privilege conferred by Sec. 51 and had consented 
to be sued in that District. “Such was the entire rationale 
of the Neirbo case.” Sweet v. Hercules Powder Co., 40 Fed. 
Supp. 356. 

In the instant case, the defendant did not designate an 
agent to receive service in the District of Columbia, and the 
Neirbo case has no effect even if it could be said to apply 
to actions where the Court’s jurisdiction of the person 
depends upon Sec. 48 of the Judicial Code, which is exclusive 
in patent infringement actions. “Sec. 51 is, of course, not 
applicable to patent infringement proceedings”. Stonite 
v. Melvin Lloyd Co., 315 U. S. 561, 563, 567. 

The Circuit Court of Appeals of the Fourth Circuit, 
speaking through Judge Parker, has recently said that the 
decision of the Second Circuit in Bull Dog Electric Products 
Co. v. Cole Electric Products Co., 134 Fed. (2d) 545, 547, 
is an express holding against the proposition that the ap¬ 
pointment of an agent for the service of process waives the 
venue provisions of Sec. 48 of the Judicial Code as well as 
those of Sec. 51. 

Carbide Corp. v. U. S. Ind. Chem. Inc., 60 U. S. 

P. Q. 216 at 219 (decided Jan. 10,1944). 

But even assuming that the Neirbo case applies to suits 
under Sec. 48 as well as Sec. 51 of the Judicial Code, it can 
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* 

only do so where the defendant has actually filed snch a 
designation. One of the cases which Appellants cite on 
page 19 of their brief is expressly to that effect. Its circum¬ 
stances corresponded quite closely, in essential matters, to 
the circumstances surrounding the Washington office in the 
instant case. Judge Ford said: 

11 If what has already been discussed was the only 
consideration involved in this motion the Court would 
be led to conclude that the activity of the defendant 
in Massachusetts did not subject it to jurisdiction 
here by service on the agent Cover. We are con¬ 
fronted, however, in this case with the fact that the 
defendant has consented to be sued in Massachusetts 
and has appointed the State official named by statute 
as the person upon whom service should be made. ,, 

California Stucco Co. v. National Gypsum Co., 
33 Fed. Supp., 61. 

He then held that under the Neirbo case the designation 
was sufficient to sustain jurisdiction. 

On page 19 of Appellant’s brief Monroe Calculating 
Machine Co. v. Mar chant Co., 48 Fed. Supp. 84, is cited. The 
defendant was a California corporation. It had registered 
to do business in Pennsylvania, and, in accordance with the 
Pennsylvania statute, had designated the Secretary of the 
Commonwealth as agent for the service of process. Judge 
Kirkpatrick held, p. 85, on the authority of the Neirbo case, 
that because of the designation in Pennsylvania the Court 
there had jurisdiction. 

In Marsh Corporation v. United States Gauge Co., 129 
Fed. (2d) 161, the defendant was licensed to do business in 
Illinois. 

“A corporation may do business in a state with¬ 
out complying with valid laws of that state requiring 
foreign corporations to appoint an agent upon whom 
service of process may be made. The mere fact that 
it is doing business in such state, or has appointed 
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a general agent in the state, does not waive the pro¬ 
visions of 28 U. S. C. A. §112, and the corporate 
defendant may seasonably invoke that statute. In 
re Keasby & Mattison Co., Petitioner, 160 U. S. 221, 
229,16 S. Ct. 273, 40 L. Ed. 402. On the other hand, 
if the foreign corporation complies with the state 
statute, the appointment of an agent upon whom 
service may be made is a waiver of the statute and it 
may not be invoked. Neirbo Co. v. Bethlehem Co., 
308 U. S. 165, 60 S. Ct. 153.” 

Cummer-Graham Co. v. Straight Side Corp., 
136 Fed. (2d) 828, 829 (C. C. A. 9, June 26, 
1943). 

Sec. 112 of Title 28 U. S. C. A. is the statute prescribing 
the limitations of jurisdiction (or venue) in diversity of 
citizenship cases. There is no difference in principle with 
respect to the statute here in question, which likewise pre¬ 
scribes limitations of jurisdiction (or venue). 

The case last above cited was not published until some 
time after Chief Justice Eicher’s Ruling in the instant 
case, but it completely confirms the correctness of his hold¬ 
ing (Tr. 37; App. 29) that the Neirbo case is not applicable 
where a foreign corporation does not designate an agent 
to receive service of process. 

Neither of these cases nor any others cited by appellants 
support their contention that without such a designation as 
was made in the cases above discussed, the mere setting up 
of an office like that at 1425 H Street is a waiver of the re¬ 
quirements of Sec. 48 of the Judicial Code. 

The Court below was altogether right in holding that 
Neirbo v. Bethlehem Shipbuilding Corp., is not applicable, 
both because it was not based on Sec. 48 of the Judicial 
Code, and because it was confined to cases where a foreign 
corporation, had designated an agent upon whom service 
of process could be made (Tr. p. 37; App. p. 29). 
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IV. 

The Trial Court properly refused discovery and 
heard and decided defendant’s motion to dismiss on 
affidavits. 

This point deals with Point IV of Appellants’ Brief 

(p. 26). 

1. Discovery was not permissible. 

The plaintiffs moved for permission to take depositions 
(Tr. p. 18; App. p. 15) claiming a right to discovery under 
Rule 26 (a). But that rale provides for discovery only 
“by leave of Court after jurisdiction has been obtained” 
{supra, p. 9). Accordingly the Court stated “I find 
nothing in the Rules authorizing discovery in aid of juris¬ 
diction” and for that reason denied plaintiffs’ motions 
(Tr. 38; App. 30). 

This ruling is supported by several recent cases: 

Petition of Ferkauf, 7 Fed. Rule Serv. 27(a) 14 
(Mar. 24,1943 S. D. N. Y.); 

In re Exstein, 7 F. R. Serv. 27(a) 12, Mar. 24, 
1943 (S. D. N. Y.); 

Fox v. House, 29 Fed. Supp. 673, 675 (E. D. 
Okla. 1939). 

2. The Court had discretion to hear and decide defend¬ 
ant’s motion on affidavits. 

Plaintiffs also continue to ignore Rule 43(e) {supra, p. 
10) which provides that motions based on facts not ap¬ 
pearing of record, may be heard on affidavits “but the 
Court may direct that that the matter be heard wholly or 
partly on oral testimony or depositions”. 

Since the Rules of Civil Procedure went into effect high 
Federal Courts have sanctioned and approved the practice 
of deciding the preliminary motions provided for in Rule 
12(b) on affidavits. Central Mexico Light & Power Co . v. 
Munch, 116 Fed. (2d) 85, 87, (2nd C. C. A. Judge Clark); 
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Borough Ball Corp. v. General Motors Corp., 124 Fed. (2d) 
822, 823. 

4 ‘The general tenor of the Rules, as they pertain 
to this question (use of affidavits on motions) indi¬ 
cates, rather, that the use of affidavits under such 
circumstances is discretionary with the parties or the 
Court”. 

Victory Co. v. Manning, 128 Fed. (2d) 415 
(Judge Goodrich in 3rd C. C. A., May 1,1942). 

“If record ownership is a prerequisite to the 
right to bring this action, then it is expedient that the 
point be decided preliminarily. The alternative 
would be to sanction discovery and perhaps other 
pre-trial proceedings likely to. be exceedingly burden¬ 
some upon both parties only to have the case ulti¬ 
mately dismissed at the trial because of the plain¬ 
tiff’s inability to prove a fundamental but initial 
point. This would not only be a needless waste of 
the court’s time but it would run counter to the 
mandate of Rule 1 that the Rules ‘be construed to 
secure the just, speedy, and inexpensive determina¬ 
tion of every action’ ”. 

Gallup v. Caldwell, 120 Fed. (2d) 90, 93. (Judge 
Goodrich). 


Judges Clark and Goodrich were members of the Bar 
Committee which framed the rules. 

For many years it has been the approved practice in 
the Federal Courts to hear and decide motions like the 
present one upon affidavits. Some of these cases have 
already been cited in this brief and there are many others. 
Examples are: 


Wilson v. McKinney, 59 Fed. (2d) 332 (9th 
C. C. A.); 

General Electric Co. v. Best, 220 Fdd. 347; 
American Electric Co. v. Lalance, 256 Fed. 34; 



30 


JELoegger v. Lawson, 35 Fed. (2d) 219; 

Mas v. Nu Grape Co., 62 Fed. (2d) 113; 
Winterbottom v. Casey, 283 Fed. 518; 

Andis v. Schick, 94 Fed. (2d) 272 (7 C. C. A.); 
Maw v. Northern Pump Co., 27 Fed. Supp. 809; 
Gibbs v. Emerson, 29 Fed. Supp. 811; 

Campbell v. U. S. Compressor Co., 34 Fed. Supp. 
402. 


The last three decisions were subsequent to the date 
when the present Rules of Civil Procedure took effect. 

The fact is that defendant adopted a long sanctioned 
practice universal in patent cases. 

3. The Trial Court properly exercised his discretion 
to hear defendant's motion on affidavits. 

There was no conflict of evidence to justify the hearing 
of testimony. The plaintiffs stood on defendant's affidavits 
concerning its Washington office. The affidavits of Messrs. 
Thielscher, Leonard (Tr. 25-28; App. 19-22) and O'Neill 
(Tr. 32; App. 25,26) showed beyond question that defendant 
had not committed the supposed acts of infringement upon 
which plaintiffs based their complaint. The only possible 
conflict of evidence resided in Mr. O’Neill's denial of Mr. 
Urquhart's assertion that he, O'Neill, had said that defend¬ 
ant had sold infringing or contributorily infringing goods 
to the Government in the District of Columbia. But even if 
that slight conflict were resolved in plaintiffs' favor there 
remains their complete failure to show that the defendant 
had a regular and established place of business in the 
District of Columbia. On that account alone, the Court 
below had abundant support of undisputed evidence for his 
finding of fact “that plaintiffs have failed to meet the burden 
of showing prima facie that defendant corporation has com¬ 
mitted acts of infringement in the District of Columbia and 
that the defendant corporation has a regular and established 
place of business” in that District (Tr. 37,38; App. 30). 
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Finally, the real situation in this case is that plaintiffs 
were extremely anxious to litigate their patents in this Dis¬ 
trict. The Pyrene Manufacturing Company, maker of the 
alleged infringing goods, had no place of business in the 
District of Columbia (Tr. 21; App. 17). Defendant’s name 
appeared on the door of a small office in Washington and 
plaintiffs seized upon this circumstance as some ground 
upon which to hang this suit. They had no information 
concerning the business or activities carried on in that 
office nor more than a mistaken suspicion that the defendant 
had committed acts of infringement in the District. Even 
now, they rely almost entirely upon the statements in de¬ 
fendant’s affidavits to support their claim of jurisdiction. 

They had no reason whatever to bring this suit against 
the defendant, except their desire to prosecute their claim 
of infringement in the District Court for the District of 
Columbia, which, according to their complaint, had directed 
the Commissioner of Patents to issue one of the patents 
in suit (Tr. 3; App. 3). The Pyrene Manufacturing Com¬ 
pany, manufacturer of the alleged infringing goods, has 
filed suit in the Eastern District of Pennsylvania, to adjudi¬ 
cate plaintiffs’ patents, according to one of plaintiffs’ affi¬ 
davits (Tr. 21; App. 17). That suit is brought in the district 
of the plaintiffs’ own residence, and the issues of validity 
and infringement presented in the instant case can be fully 
litigated there without any doubts of jurisdiction or venue. 
In the words of one of the many Federal Judges who have 
declined jurisdiction under circumstances similar to those 
in the instant case {supra, p. 24), it is better that the 
parties be remitted to a District “where there is no doubt 
as to the jurisdiction, before rather than after expensive 
and protracted litigation has been had” in the District of 
Columbia. 

Defendant’s motion to dismiss in the manner expressly 
provided in Rule 12(b) was designed “to secure the just, 
speedy and inexpensive determination” of this action ac¬ 
cording to the requirement of Rule 1. The factual state¬ 
ments of the affidavits which supported it are admitted so 
that neither cross examination nor further testimony of 

i 
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the affiants would change the result. The Court below prop¬ 
erly exercised the discretion conferred on him by the Rules 
and by long established practice to decide the question of 
jurisdiction on the affidavits, and by so doing “secured the 
just, speedy, and inexpensive determination” of the action. 

It is respectfully submitted that the absence of jurisdic¬ 
tion and proper venue in the District of Columbia is so 
clear and the proceedings below conform so exactly to the 
Rules of Procedure that the decree appealed from should 
be affirmed. 

Dated: February 18, 1944. 


Oscar W. Jeffery, 
Harry G. Kimball, 
Counsel for Appellee. 


Richard K. Stevens, 

Attorney and of Counsel for Appellee. 
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GEORGE G. URQUHART, Bala Cynwyd, 
Pennsylvania, 

Plaintiffs, 

vs. 

AMERICAN-LaFRANCE FOAMITE 
CORPORATION, 1425 H Street, N. W., 
Washington, D. C., 

Defendant. 

COMPLAINT FOR PATENT INFRINGEMENT 

To the Honorable, the Judges of The United States Dis- 
tHct Court in and for The District of Columbia: 

Plaintiffs for their Complaint for Patent Infringement 
aver: 

(1) Jurisdiction is founded on the existence of a 
question arising under particular statutes. 

The action arises under Section 24 of the Judicial Code, 
amended, paragraph 7; U. S. C., Title 28, Section 41, para¬ 
graph 7, as more fully hereinafter appears. 

(2) On January 18, 1938, United States Letters Patent 
No. 2,106,043, a printed copy of which is attached as Plain¬ 
tiffs’ Exhibit No. 1, were duly and legally issued to Rad- 
cliffe M. Urquhart and George G. Urquhart as joint in¬ 
ventors for an invention in a Method and Apparatus for 
Foam Generating and Distributing; and since that date 
Plaintiffs have been and still are the owners of those Let¬ 
ters Patent. 

2 (3) On April 23,1940, United States Letters Pat¬ 

ent No. 2,198,585, a printed copy of which is attach¬ 
ed as Plaintiffs’ Exhibit No. 2, were duly and legally issued 
to Radcliffe M. Urquhart and George G. Urquhart as joint 
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inventors, pursuant to the direction of this Honorable 
Court as shown by the proceedings in Equity No. 65,495 en¬ 
titled Radcliffe Morris Urquhart and George Gordon XJrqu- 
hart vs. Conway P. Coe, Commissioner of Patents, for an 
invention in a Method of Generating and Distributing Fire 
Extinguishing Foam; and since that date Plaintiffs have 
been and still are the owners of those Letters Patent. 

(4) Defendant, American-La France Foamite Corpora¬ 
tion, has been for some time past and still is infringing and 
threatening to infringe those Letters Patent by manufac¬ 
turing, or having manufactured for it, apparatus embody¬ 
ing the patented inventions and has been for some time 
past and now is infringing and/or contributorily infring¬ 
ing and threatening to infringe and/or contributorily in¬ 
fringe those Letters Patent at its place of business at 1425II 
Street, N. W., Washington, D. C., and elsewhere in the 
United States, by selling said apparatus and foam generat¬ 
ing materials to others and instructing said others in using 
said apparatus and materials for practicing said patented 
methods, and will continue to do so unless enjoined by this 
Court. 

(5) The required statutory notice has been placed on 
all licensed apparatus and licensed foam generating mater¬ 
ials manufactured and/or sold by Plaintiffs’ licensees un¬ 
der said Letters Patent or for use in practicing the meth¬ 
ods of said Letters Patent and Plaintiffs have given writ¬ 
ten notice to Defendant of its said infringements. 

3 Wherefore, plaintiffs demand a preliminary and 

final injunction against further infringement and/or 
contributory infringement by defendant and those controll- 
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ed by defendant, an accounting for profits and damages, 
and an assessment of costs against defendant. 

WILLIAM A. STRAUCH 
Solicitor for Plaintiffs 
1001 Fifteenth Street, N. W. 
Washington, D. C. 

Of Counsel: 

JAMES A. HOFFMAN 
J. MATTHEWS NEALE 
STRAUCH & HOFFMAN 
1001 Fifteenth Street, N. W. 

Washington, D. C. 

4 DISTRICT COURT 

OF THE UNITED STATES 

i SUMMONS IN CIVIL ACTION 

Civil Action No. 19520 

! RETURN ON SERVICE OF WRIT 

|I hereby certify and return that on the 28th day of April 
1943, I received the within writ and complaint and 
served a copy of said summons and of the complaint by 
delivering a copy of said summons and complaint to the 
within named defendant American-LaFrance Foamite Cor¬ 
poration by serving W. W. Withers, District Office Manag¬ 
er personallv 4-30-43. 

JOHN B. COLPOYS 

United States Marshal. 

By THOMAS R. EAST 

i Deputy United States Marshal. 

Marshal’s Fees: Service $1. 

(SEAL) 


5 


5 Filed May 19 1943 

Civil Action No. 19520 

DEFENDANT’S MOTION TO DISMISS, etc. 

The defendant moves the Court as follows: 

I. To dismiss the action or in lieu thereof to quash the 
return of service of the summons on the grounds (a) that 
the defendant is a corporation organized under the laws 
of the State of New York and was not and is not subject to 
service of process within the District of Columbia, and (b) 
that the defendant has not been properly served with pro¬ 
cess in this action. 

II. To dismiss the action on the ground that it is in the 
wrong District, because (a) the jurisdiction of this Court 
is invoked solely on the ground that the action is brought 
for the alleged infringement of Letters Patent; (b) the de¬ 
fendant is not an inhabitant of the District of Columbia, 
but is a corporation organized and existing under the laws 
of the State of New York and an inhabitant thereof and has 
no regular and established place of business in the District 
of Columbia; and (c) the defendant has committed no act 
alleged to be an infringement of the patents in suit in the 

District of Columbia, all of which appears in the af- 

6 fidavits of Wilfred M. Price, Walter W. Withers, 
Gerald J. Halpin and Wihner Ray, hereto annexed 

as Exhibits A, B, C and D respectively. 

HI. To dismiss the action because the complaint fails to 
state a claim against an identified defendant against whom 
relief can be granted. 

IV. For such other or further relief as to the Court shall 
seem just. 


! 

I 

i 

i 

I 
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1 An oral hearing of this motion at such time as the Courl 
may fix and order is requested on behalf of defendant. 
Dated: May 19 1943. 

BICHAKD K. STEVENS 
Attorney for Defendant 
Munsey Building 
Washington, D. C. 

Appearing specially on behalf of the defendant for 
the purpose of objecting to the venue of the above en¬ 
titled action and to the jurisdiction of this court, and 
moving to quash and set aside service of the sum¬ 
mons and to dismiss the complaint served in connec¬ 
tion therewith. 

OSCAR W. JEFFERY 
HARRY G. KIMBALL 
! Counsel and Attorneys for Defendant. 

20 Pine Street 
New York, New York 

7 Filed May 19 1943 

Civil Action No. 19520 

EXHIBIT A 

AFFIDAVITS IN SUPPORT OF DEFENDANT’S 

MOTION 

State of New York 

ss: 

County of Chemung 

WILFRED M. PRICE, being duly sworn, says: 

I live in Elmira, New York, am an engineer by profess¬ 
ion and for more than fifteen years have been in the em- 
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ploy of Anieriean-LaFrance-Foamite Corporation, the 
above named defendant, in various capacities, including 
sales engineer. I am now assistant to the President of the 
Company. I am thoroughly familiar and in constant touch 
with all branches of the business of said corporation, in¬ 
cluding the sales of its products and its sales methods, as 
well as the various products sold by it, the customers to 
whom they are sold, the reception of orders from custom¬ 
ers and the company’s procedure with respect to them. 

The defendant corporation is organized and exists under 
the laws of the State of New York. Its principal place of 
business is at Elmira, in Chemung County, Western Dis¬ 
trict of New York. It there manufactures apparatus, 
equipment and materials for extinguishing fires. It has 
long manufactured and sold its fire extinguishing products 
in large quantities throughout the United States and 
8 exported them abroad. Its offices for the transac¬ 
tion of all parts of its business are at Elmira and all 
orders from customers, whether received either directly or 
through the company’s salesmen, are passed on and accept¬ 
ed or refused there. The defendant’s products are ship¬ 
ped by it from Elmira direct to the customers, whose pay¬ 
ments are made to our home office. In various parts of the 
country it has sales representatives who solicit business. 
They have headquarters in the larger cities and their ac¬ 
tivities cover the United States. 

Mr. Walter W. Withers solicits business for the defend¬ 
ant in the District of Columbia and a territory as far south 
as North Carolina. He receives commissions on the goods 
sold for which he has taken the orders, but is not paid a 
salary. He has no authority to, and does not, accept orders 
in the name ot‘ the defendant company, but forwards them 
to our office in Elmira where they are examined, passed up¬ 
on and accepted or declined. He has no authority to bind 
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the defendant to terms or conditions of sale, and does not 
receive payment from the customers. 

Mr. Withers has an office at 1425 H. Street, N. W., Wash¬ 
ington, in the District of Columbia. The name of the de¬ 
fendant appears on the door of that office and is also car¬ 
ried in the Washington telephone directory. A stenogra¬ 
pher is the only employee in the office. Her salary is paid 
by defendant. Part of the office furniture is owned by Mr. 
Withers and part by defendant. No stock of goods is kept 
either by the defendant or by Mr. Withers anywhere in the 
District of Columbia. Neither Mr. Withers nor any one in 
said office has any part in billing, shipping or collecting the 
purchase price for goods sold by the defendant. At the 
present time the office rent is paid by Mr. Withers 
9 and credited to his account by the defendant. 

Two employees of the defendant have desk room 
in the said office, Messrs. Gerald J. Halpin and Wilmer 
Ray. Their duties are to visit the various departments of 
the United States Government in Washington which order, 
or are interested in, the defendant’s products and look 
after the many details which transpire in the course of the 
defendant’s business with the Government. Occasionally 
they take orders which they promptly forward to defend¬ 
ant’s office at Elmira. They cannot and do not accept them. 
The great majority of the Government’s orders for defend¬ 
ant’s products are sent by the Government directly to the 
Elmira office, where, if accepted, they are filled. The goods 
thus ordered are shipped by defendant directly to the place 
specified by the Government in its order. No goods are 
sold in the District of Columbia by either Mr. Halpin or 
Mr. Ray. 

I have read the patents Nos. 2,106,043 and 2,198,585, 
which I understand are the subject of the above named 
suit and have had long experience with the methods and 
apparatus for generating and distributing foam for ex- 
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tinguishing fires to which the alleged inventions of these 
patents are said to relate. None of the materials, appara¬ 
tus, means, substances or equipment for producing foam 
which are described in the specifications and claims of said 
patents have been sold or delivered by any of the agents or 
representatives of the defendant above named to any cus¬ 
tomer in the District of Columbia, nor have any such ma¬ 
terials, apparatus, means, substance or equipment for pro¬ 
ducing foam been shipped by the defendant to the United 
States Government, or any of its departments or agencies, 
in the District of Columbia, or to any other person, firm or 
corporation in that District. 

10 To the best of my knowledge and after careful in¬ 
quiry, there has been no use or demonstration of any 

process at all similar to those set forth in the claims of the 
said patents, or of the materials, substances, apparatus or 
equipment for producing fire extinguishing foam enumer¬ 
ated in said patent claims, by the defendant or any one rep¬ 
resenting it, at any time, within the District of Columbia. 

WILFRED M. PRICE 
Sworn to before me this 12th day of May, 1943. 

M. H. ROGERS 

(SEAL) Notary Public. 

RICHARD K. STEVENS 
Attorney for defendant 
appearing specially as above 

11 Filed May 19 1943 

Civil Action No. 19520 

EXHIBIT B 


District of Columbia 

ss: 

City of Washington 
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WALTER W. WITHERS, being duly sworn, says: 

I am and for several years past have been engaged in 
business as a sales representative of the above named de¬ 
fendant American-LaFrance-Foamite Corporation, in ter¬ 
ritory’ extending as far south of Washington as North Car¬ 
olina. 

i My headquarters are in a small office at 1425 H Street, X. 
W., Washington. The name of the defendant company ap¬ 
pears on the door of that office and in the Washington tele¬ 
phone directory. The office was rented by me and I pay the 
rent, my payment being credited to my account with the de¬ 
fendant. The furniture of said office, consisting of a few 
desks, chairs and typewriters and some inexpensive office 
fixtures, is owned partly by me and partly by defendant. No 
stock of goods of any kind is kept in this office, or in any 
warehouse or other place in the District of Columbia. No 
samples of defendant’s goods are displayed in said office or 
elsewhere in said District. 

12 Messrs. Gerald J. Halpin and Wilmer Ray have 
desk room in said office. They are engaged in con¬ 
tacting the Departments of the United States Government 
in Washington which may require, order or inquire about 
the defendant’s products. One stenographer, the only per¬ 
son employed in said office, attends to the correspondence 
and other clerical work of Messrs. Halpin, Ray and myself. 

I have taken no orders for apparatus or materials for 
making so-called “air foam” or “mechanical” foam from 
any customer in the District of Columbia, or from any cus¬ 
tomer for use in the District of Columbia. I have never 
demonstrated the use of “air foam” or equipment for pro¬ 
ducing such foam in the District of Columbia. I am, and 
for several years have been, familiar with the fire exting¬ 
uishing apparatus, equipment, materials, etc., used in the 
District of Columbia, particularly with the fire extinguish¬ 
ing products of the defendant company, and I have never 
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known of any use of any of defendants products for the 
production of “air foam” in said District. 

I have read Patents Nos. 2,106,043 and 2,198,585, which I 
understand are the subject of the above named suit. I have 
never instructed any person in the District of Columbia in 
the use of any apparatus or materials embodying the in¬ 
ventions described in said patents or in practicing the 
methods described in said patents. 

WALTER W. WITHERS 

Sworn to before me this 19th day of May, 1943 

THERESE M. TANGORA 
(SEAL) Notary Public. 

My Commission expires January 14, 1946. 

RICHARD K. STEVENS 
Attorney for defendant 
appearing specially as above 

13 Filed May 191943 

Civil Action No. 19520 

EXHIBIT C 


District of Columbia 

ss: 

City of Washington 

GERALD J. HALPIN, being duly sworn, says: 

1 am employed by the above named defendant corpora¬ 
tion in the City of Washington where my duties are to visit 
various departments of the United States Government, 
consult with officials and employees in those departments 
concerning their use of fire extinguishing products of the 
defendant, inform them of the nature, effects and advan¬ 
tages of those products, give assistance or information use- 
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i’ul in connection with their use, follow up any difficulties 
which transpire in ordering or delivering defendant’s goods 
on the Government’s orders, and engage in other similar 
activities. 

With Mr. Wihner Ray, who also is employed by defend¬ 
ant in the capacity above described, I have desk room in the 
office at 1425 H Street, Washington. Mr. Ray and I carry 
on our correspondence in that office and do some clerical 
work there, but display no samples and keep no stock of 
defendant’s goods either there or anywhere in the 
14 District of Columbia. 

The Government’s orders for the defendant’s 
goods are in the great majority of cases sent by it directly 
to the defendant’s Elmira office where they are accepted, or 
if for any reason they are not acceptable, are declined. Oc¬ 
casionally, 1 am given an order to transmit to the Elmira 
office, but 1 have no authority to accept it or to make any 
contracts or agree to any conditions of the contracts be¬ 
tween the Government and the defendant and have never 
accepted such an order. When such orders are given to me 
they are promptly forwarded to the Elmira office, where 
they are acted upon. Payments for the goods are made di¬ 
rectly to that office and not to me or to any representative 
or agent of the defendant in the District of Columbia, with¬ 
in my knowledge. 

I am familiar with the fire extinguishing foam, commonly 
known as “air foam” or “mechanical foam” and with the 
materials, apparatus and equipment used in producing it. 
1 have never demonstrated any process for producing such 
foam in the District of Columbia and have never sold or 
delivered to any Department of the United States Govern¬ 
ment, or to any person, firm or corporation in the District 
of Columbia, any such materials, apparatus or equipment. 

I have read patents Nos. 2,106,043 and 2,198,585. I have 
not instructed any person in the District of Columbia in the 
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use of any apparatus and materials embodying the inven¬ 
tions described in said patents or in practicing the methods 
described in said patents. 

GERALD J. HALPIN 
Sworn to before me this 19th day of May, 1943 

THERESE M. TANGORA 
(SEAL Notary Public. 

My Commission expires January 14, 1946. 

RICHARD K. STEVENS 
Attorney for defendant, 
appearing specially as above 

15 Filed May 19 1943 


Civil Action No. 19520 


EXHIBIT D 


District of Columbia 

ss: 

City of Washington 

WILMER RAY, being duly sworn, says: 

I am employed by the above named defendant corpora¬ 
tion in the City of Washington and have desk room in the 
office at 1425 H Street, N. W., referred to in the annexed 

affidavits of Messrs. Walter W. Withers and Gerald J. Hal- 
pin, which I have read. The statements in Mr. Halpin’s 
affidavit concerning the nature of his employment by the de¬ 
fendant and his work in the office at 1425 H Street, N. W., 
Washington, correctly discribe the nature of my own em¬ 
ployment and my duties and acts on behalf of the defend¬ 
ant in the City of Washington. 1 have never accepted a 
Government order for any of the defendant’s products and 
when such orders have been given to me I have promptly 
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forwarded them to the Elmira office to be acted on. I have 
never received payments for any of the defendant’s goods. 
I have never demonstrated any process for producing “air 
foam” or “mechanical foam” in the District of Columbia 
and have never sold or delivered to any Department 

16 of the United States Government, or to any person, 
firm or corporation in the District of Columbia any 

materials, apparatus or equipment used in producing such 
foam. 

I have read patents Nos. 2,106,043 and 2,198,585. I have 
never given instructions to any person in the District of Co¬ 
lumbia in the use o<f any apparatus or materials embody¬ 
ing the inventions described in said patents or in practic¬ 
ing the methods described in said patents. 

W1LMER RAY 

Sworn to before me this 19th day of May, 1943. 

THERESE M. TANGORA 
(SEAL) Notary Public. 

My Commission expires January 14,1946. 

17 Filed May 25 1943 


Civil Action No. 19520 


MOTION 

Now come plaintiffs, by their counsel, and move this 
Court: 

il. To strike the affidavit of Wilfred M. Price, unless he 
subjects himself to the jurisdiction of this Court for cross- 
examination on his affidavit. 

In support of this branch of the motion, plaintiffs aver 
that the affidavit of said Wilfred M. Price merely states his 
conclusions as to whether apparatus sold, delivered and/or 
shipped by defendant to its customer-users in the District 
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of Columbia infringe the patents in suit and fails to state 
that the defendant has not sold, delivered and/or shipped 
to its customer-users in the District of Columbia materials, 
apparatus, means, substances or equipment made for or 
supplied to defendant by Pyrene Manufacturing Company 
and known under the Pyrene trade names as “Phomaire 
Play Pipe” and “Phomaide Solution”, which defendant 
well knows are the materials, apparatus, means, substances 
and/or equipment charged as an infringement in this liti¬ 
gation as shown by the attached affidavit. 

18 Furthermore plaintiffs are informed and there¬ 
fore believe that said apparatus is sold in, or deliv¬ 
ered to and/or shipped to users by defendant throughout 
the United States including the District of Columbia. 

II. For permission to take the depositions of affiants 
Walter W. Withers, Gerald J. Halpin, Wikner Ray, and of 
Wilfred M. Price if his affidavit is not stricken, as to the 
sale in, delivery and/or shipment into the District of Co¬ 
lumbia by said defendant of said apparatus, means and 
equipment identified as “Phomaire Play Pipe” and/or said 
materials and/or substances identified as “Phomaide Solu¬ 
tion”, particularly as to the details surrounding the acqui¬ 
sition of such apparatus, means, equipment, materials and 
substances which plaintiff is informed are in possession of 
the Potomac Electric Power Company and Washington 
Gas Light Company of Washington in the District of Co¬ 
lumbia and such other users of which plaintiffs may here¬ 
after be advised. 

III. To extend plaintiffs’ time for opposing defendant’s 
motion to dismiss served on defendant on May 19,1943 un¬ 
til five days after disposition of this motion or the taking 
of the depositions, permission for the taking of which is 
herein sought. 
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19 An oral hearing of this motion at such time as the 
Court may fix and order is requested on behalf of 
plaintiffs. 

WILLIAM A. STRAUCH 
Attorney for Plaintiffs 
1001 Fifteenth Street, N. W. 

! Washington, D. C. 

Of Counsel for Plaintiffs 
JAMES A. HOFFMAN 
J. MATTHEWS NEALE 
STRAUCH & HOFFMAN 
1001 Fifteenth Street, N. W. 

Washington, D. C. 


20 Filed May 25 1943 

Civil Action No. 19520 


AFFIDAVIT IN SUPPORT OF PLAINTIFF’S 

FIRST MOTION 


City of Washington 

ss. 

District of Columbia 

William A. Strauch, being duly sworn, deposes and says: 
iThat he is the principal attorney for plaintiffs herein 
and is familiar with the facts and circumstances in connec¬ 
tion with the controversy between your plaintiffs and de¬ 
fendant and that upon information and belief defendant 
offers for sale and sells apparatus, means, and equipment, 
identified as “Phomaire Play Pipe”, and materials and/or 
substances, identified as “Phomaide Solution”, to custom¬ 
er-users throughout the United States, including the Dis¬ 
trict of Columbia; that such customer-users in using such 
“Phomaire Play Pipe” and “Phomaide Solution” directly 
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infringe said Letters Patents of plaintiff here in suit num¬ 
bered 2,106,043 and 2,198,585; that the only individual users 
of such equipment, known to affiant, other than the United 
States Government, which is negotiating for a license under 
said Letters Patents of plaintiffs, have only one or a very 
few of said infringing installations; that to avoid a mul¬ 
tiplicity of suits against such users this action has been 
brought against the defendant, as the direct supplier of 
such users; that the notice of infringement, dated 
21 March 16, 1943, addressed to defendant and upon 
which this suit is based was answered by the attorn¬ 
eys for Pyrene Manufacturing Company who threatened a 
declaratory judgment suit against plaintiffs to adjudi¬ 
cate the patents here in suit; that such a declaratory judg¬ 
ment action has been filed by said Pyrene Manufacturing 
Company in the United States District Court for the East¬ 
ern District of Pennsylvania since the filing of this suit; 
that affiant has been informed that infringing installations 
utilizing said “Phomaire Play Pipe’’ and “Phomaide So¬ 
lution” have been installed at the Potomac Electric Power 
Company and the Washington Gas Light Company within 
the District of Columbia; that affiant is advised that said 
Pyrene Manufacturing Company has no office within the 
District of Columbia and that an inspection of the Wash¬ 
ington telephone directory fails to disclose such a Wash¬ 
ington office; that none of the affidavits filed by defendant 
herein in support of its motion to dismiss are made by an 
officer of the defendant company, nor do they unqualifiedly 
deny the sale, offer for sale, taking or acceptance of orders 
for the above-identified equipment and materials, nor deny 
the shipment to users in the District of Columbia by said 
Pyrene Manufacturing Company pursuant to orders or in¬ 
structions of defendant; and that affiant, therefore, believes 
that plaintiffs should be permitted, under the circumstanc¬ 
es set forth above, to cross-examine the defendant’s affiants 
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as to possible acts of infringement by defendant in the Dis¬ 
trict of Columbia before answering defendant’s motion to 
dismiss which it is believed is intended to force plaintiffs 
to defend a declaratory judgment action in a Court 
22 selected by defendant and its asserted manufactur¬ 
er-supplier. 

Further affiant saith not. 

WILLIAM A. STRAUCH 

Sworn to and subscribed before me this 25th day of May, 
1943. 


G. P. PLUMMER 


(SEAL) 


Notary Public 
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Filed Jun 15 1943 


Civil Action No. 19520 


DEFENDANT’S AFFIDAVITS IN OPPOSITION TO 
PLAINTIFF’S FIRST MOTION 

State of New York 

ss: 

County of Chemung 

EDWARD E. O’NEILL, being duly sworn, says: 

I live in Elmira, New’ York, am President of American- 
LaFrance Foamite Corporation, whose principal place of 
business is at Elmira, New’ York, and am familiar with the 
facts and circumstances in connection with the controversy 
between the plaintiffs and defendant in this case. 

I have read the affidavit of Wilfred M. Price, Exhibit A, 
dated May 12, 1943, annexed to the defendant’s motion to 
dismiss this action. The statements made therein are cor¬ 
rect in all respects. I further state that, according to the 
records of the American-LaFrance-Foamite Corporation, 
• of Elmira, New* York, and my ow’n knowledge on the sub¬ 
ject, there has been no sale, shipment, delivery or furnish- 


mg by said corporation of any apparatus, means or equip¬ 
ment identified or known as “Phomaire Play Pipe” and/or 
materials or substances identified or known as “Phomaide 
Solution” to either Potomac Electric Power Company, the 
Washington Gaslight Company, or to any other per- 

24 son, firm or corporation in the District of Colum¬ 
bia. Defendant has given no orders or instructions 

to the Pyrene Manufacturing Company to ship or supply 
the said equipment or materials to any user or customer in 
the District of Columbia. 

EDWARD E. O’NEILL 
Sworn to before me this oth day of June, 1943. 

VINCENT D. BATES. 

(SEAL) Notary Public 

RICHARD K. STEVENS 
Attorney for Defendant 

25 Filed J un 15 1943 

✓ 

Civil Action No. 19520 
AFFIDAVIT 
District of Columbia) ss. 

HERMAN G. THIELSCHER, being duly sworn, depos¬ 
es and says: 

I am a Mechanical Engineer by profession and am in 
charge of the Mechanical Engineering Department of the 
Potomac Electric Power Company of Washington, D. C. I 
am thoroughly familiar with the lire extinguishing equip¬ 
ment of said Company. 

I have been advised by local Counsel for American-La- 
France Foamite Corporation that said Corporation has 
been sued for infringement of patents 2,10(>,0j43 and 2,198,- 
585 Urquhart et al, copies of which were shown to me, in the 
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United States District Court for the District of Columbia, 
Civil Action No. 19,520, entitled RADCLIFFE M. URQU- 
MART, R. D., Lansdale, Pennsylvania and GEORGE G. 
URQUHART, Bala Cynwyd, Pennsylvania, Plaintiffs, vs. 
AMERICAN-LaFRANCE FOAMITE CORPORATION, 

1425 H Street, N. W., Washington, D. C., Defendant. 
26 I have also been advised that Mr. William A. 

Straucli, principal attorney for plaintiffs, filed an 
affidavit in said suit stating “that upon information and 
belief defendant offers for sale and sells apparatus, means, 
and equipment, identified as ‘Phomaire Play Pipe’ and ma¬ 
terials and/or substances, identified as * Phomaide Solu¬ 
tion’, to customer-users throughout the United States, in¬ 
cluding the District of Columbia” and “that affiant has 
been informed that infringing installations utilizing said 
‘Phomaire Play Pipe’ and ‘Phomaide Solution’ have been 
installed at the Potomac Electric Power Company and the 
Washington Gas Light Company within the District of Co¬ 
lumbia”. 

i The Potomac Electric Power Company has purchased no 
such apparatus or materials from the American-LaFrance 
Foamite Corporation and no “Phomaire Play Pipe” or 
“Phomaide Solution” have been installed or used by said 
Company. The only foam fire extinguishing equipment 
which the Company has is an installation, at the Benning 
power plant, known as a Kidde-Foam generator, Type KS- 
33, purchased in January 1941 from Walter Kidde & Com¬ 
pany of 140 Cedar Street, New York, N. Y. 

HERMAN G. THIELSCHER 


Subscribed and sworn to before me this 7th day of June 
1943. 

MABEL L. LOFTUS 

(SEAL) Notary Public, D. C. 

RICHARD K. STEVENS 


Attorney for Defendants 
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27 Filed Jun 15 1943 

Civil Action No. 19520 

AFFIDAVIT 
District of Columbia: ss. 

HAROLD L. LEONARD, being duly sworn, deposes and 
says: 

I am a Safety Engineer by profession and am in charge 
of the Safety Department of the Washington Gas Light 
Company of Washington, D. C. I am thoroughly familiar 
with the fire extinguishing equipment of said Company. 

I have been advised by local Counsel for American La- 
France Foamite Corporation that said Corporation has 
been sued for infringement of patents 2,106,043 and 2,198,- 
585 Urquhart et al, copies of which were shown to me, in 
the United States District Court for the District of Colum¬ 
bia, Civil Action No. 19,520, entitled RADCLIFFE M. 
URQUHART, R. D., Lansdale, Pennsylvania and 
GEORGE G. URQUHART, Bala Cynwyd, Pennsylvania, 
Plaintiffs, vs. AMERICAN-LaFRANCE FOAMITE COR¬ 
PORATION, 1425-H Street, N. W., Washington, D. C., De¬ 
fendant. 

I have also been advised that Mr. William A. Strauch, 
principal attorney for plaintiffs, filed an affidavit in said 
suit stating “that upon information and belief defendant 
offers for sale and sells apparatus, means, and equip- 

28 ment, identified as ‘Phomaire Play Pipe’ and mater¬ 
ials and/or substances, identified as ‘ Phomaide So¬ 
lution’, to customer-users throughout the United States, in¬ 
cluding the District of Columbia” and “that affiant has 
been informed that infringing installations utilizing said 
‘Phomaire Play Pipe’ and ‘Phomaide Solution’ have been 
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installed at the Potomac Electric Power Company and the 
Washington Gas Light Company within the District of Co¬ 
lumbia”. 

The Washington Gas Light Company has several Pho- 
maire and/or Phomaide installations in the District of Co¬ 
lumbia, but such installations were not bought or procured 
from the American-LaFrance Foamite Corporation or to 
my knowledge from any agent, representative or employee 
or anyone connected with it, and said Company has not pur¬ 
chased any such apparatus or materials from said Corpo¬ 
ration. 

H. L. LEONAKD 


Subscribed and sworn to before me this 11th day of June 
1943. 

IONE R. PUTNAM 

(SEAL) Notary Public, D. C. 

RICHARD K. STEVENS 
Attorney for Defendant 


29 Filed Jun 211943 

Civil Action No. 19520 


PLAINTIFF’S SECOND MOTION 


Now come plaintiffs, by their counsel, and move this 
Court: 

(1) For leave to supplement their motion filed May 25, 
1943 in the above-entitled suit by adding the attached af¬ 
fidavit of plaintiff, Radcliffe Morris Urquhart, and the ad¬ 
ditional points and authorities accompanying and support¬ 
ing said affidavit. 

(2) To strike the affidavit of Edward E. O’Neill un- 


i 


i 


j 
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loss he subjects himself to the jurisdiction of this Court for 
cross-examination on his affidavit. 

WILLIAM A. STRAUCH 
Attorney for Plaintiffs 
1001 Fifteenth Street, N. W. 
Washington, I). C. 

Of Counsel for Plaintiffs: 

STRAUCH & HOFFMAN 
JAMES A. HOFFMAN 
J. MATTHEWS NEALE 
1001 Fifteenth Street, N. W. 

Washington, D. C. 

30 Filed Jun 211943 


Civil Action No. 19520 


AFFIDAVIT IN SUPPORT OF PLAINTIFF’S 
SECOND MOTION 

City of Washington 

ss. 

District of Columbia 

RADCLIFFE MORRIS URQUHART, being duly 
sworn, deposes and says he is one of the plaintiffs in this 
case; that at the time of filing this suit he had information 
that defendant, American-LaFrance Foamite Corporation, 
had made sales of the Pyrene apparatus, means or equip¬ 
ment known as “Phomaire Playpipe” and/or the Pyrene 
materials or substances known as “Phomaide Solution” or 
similar equipment identified as “Foa master Airfoam Play- 
pipe” and “Foamaster Airfoam” solution or materials in 
the District of Columbia to several concerns and especial¬ 
ly to the United States Government which wa£ at that time 
negotiating with affiant for a license; that sai<} negotiations 
are continuing but have not culminated in tliejgrant of a li- 
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cense to the United States; that since filing of plaintiffs’ 
motion your affiant has been orally advised by an officer of 
the defendant corporation that employees of its Washing¬ 
ton office solicit sales of defendant’s “Foamaster Airfoam 
Playpipe” and “Foamaster Airfoam” solution from 
31 the United States Government in the District of Co¬ 
lumbia, that Government orders have been received 
by defendant in the District of Columbia and that sales 
have been made to the United States Government m the 
District of Columbia; that literature advertising, describ¬ 
ing and soliciting orders for defendant’s “Foamaster Air- 
foam Playpipe” and “Foamaster Airfoam” solution is 
kept at defendant’s Washington office and distributed to 
prospective customers in said District; and that upon in¬ 
formation and belief affiant further avers that sales of said 
equipment and solution have been solicited and made by 
defendant in the District of Columbia to others than the 
United States Government. 

Further affiant saith not. 


RADCLIFFE MORRIS URQUHART 
Sworn and subscribed before me this 18th day of June, 


1943. 

i 


ELIZABETH V. FRANZONI 


(SEAL) 


Notary Public 
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Filed Jul 2 1943 


Civil Action No. 19520 


AFFIDAVIT IN OPPOSITION TO PLAINTIFF’S 

SECOND MOTION 

State of New York 

ss: 

County of Chemung 

EDWARD E. O’NEILL, being duly sworn, says: 
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I have already made an affidavit herein verified June 5, 
1943. 

1 am informed that one of the plaintiffs, liadcliffe Mor¬ 
ris Urquhart, has made an affidavit herein, in which he 
stated he had been orally advised by an officer of the de¬ 
fendant corporation that sales of defendant’s “Foamaster 
Airfoam Flay Pipe” and “Foamaster Airfoam” have been 
made to the United States Government in the District of 
Columbia. Since this suit was begun, I had a conversation 
with said plaintiff, but I did not tell him that any contract 
of sale of the aforementioned goods to the United States 
Government, or any other person, firm or corporation, had 
ever been made in the District of Columbia. On the con¬ 
trary, 1 have on several occasions told Mr. Urquhart that 
all orders received by the defendant corporation from the 
Government are accepted by the said corporation at its of¬ 
fice in Elmira and nowhere else. That is the fact. 

My former affidavit and that of Mr. Price, the 
33 statements in which I confirmed in my said affidavit, 
were directed to the statements in the complaint in 
this action and, in the case of my affidavit, to the assertion 
made on information and belief in the affidavit of plain¬ 
tiffs’ counsel, Mr. Strauch, that the defendant had sold 
“Phomaire Play Pipe” and Phomaide Solution” to the 
Potomac Electric Power Company and the Washington 
Gaslight Company. There was no attempt or intent to 
evade any charge which had been made by the plaintiffs 
up to the time our affidavits were filed. 

In the regular course of our business, and according to 
the standard practice of manufacturing and business cor¬ 
porations who supply goods to the United States Govern¬ 
ment, the order or award of the Government, when received 
at our office in Elmira is there accepted or rejected. Until 
then, no obligation is assumed and no contract is made. 

Foam-producing equipment of the character in question 
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is customarily referred to by the persons concerned in this 
business as “Airfoam” or “Mechanical foam” equipment. 
No apparatus, solutions or any other materials used in the 
production of “Airfoam”, whether labelled or named 
“Foamaster”, “Phomaire” or “Phomaide”, or by any 
other name or designation, have been sold by the defendant 
in the District of Columbia to the United States Govern¬ 
ment, or any other person, firm or corporation. 

' EDWARD E.O’NEILL 

Sworn to before me this 30th day of June, 1943. 
i M. H. ROGERS 

(SEAL) Notary Public 

i RICHARD Iv. STEVENS 

Attorney for Defendant 

34 Filed July 15 1943 

Civil Action No. 19520 

! RULING ON MOTIONS 

This is an action for: preliminary and final injunction 
against further patent infringements; accounting for prof¬ 
its and damages; and assessment of costs. Plaintiffs are 
residents of Pennsylvania and defendant is a New York 
corporation. The record discloses that summons was serv¬ 
ed on defendant corporation by “serving W. W. Withers, 
District Office Manager.” Submitted to the Court for de¬ 
termination are: (1) defendant’s motion to quash service 
and dismiss; (2) plaintiffs’ motion to strike an affidavit at¬ 
tached to (1) and to take depositions and for extended time 
to reply to (1); and (3) plaintiffs’ motion to supplement 
their first motion and to strike another affidavit. 

As recently as March 9,1942, the United States Supreme 
Court, speaking through Mr. Justice Murphy, in the case of 


Stonite Products Co. v. Melvin Lloyd Co., 315 U. S. 561, 
said: 


“We hold that Sec. 48” (of the Judicial Code, 28 
U. S. C. 109) “is the exclusive provision controlling 
venue in patent infringement proceedings.” 

Contrary to the arguments of counsel for plaintiffs, this 
holding is not at variance with the Federal Rules of Civil 
Procedure, for Rule 4(e) thereof provides: 

“That whenever a statute of the United States ... 
provides for service of a summons,. . .service shall 
be made under the circumstances and in the manner 
prescribed by the statute... ” 

35 Turning then to Sec. 48 of the Judicial Code we 
find that the jurisdictional venue in patent infringe¬ 
ment suits is vested in the District Courts in the district of 
which the defendant is an inhabitant, or, in any district in 
which the defendant shall have committed acts of infringe¬ 
ment and have a regular and established place of business. 
It being conceded that defendant is not an inhabitant of 
this district, we are limited in our consideration to whether 
it has committed acts of infringement and has a regular and 
established place of business in the District of Columbia. 
That both of these elements are necessary is apparent from 
a careful reading of the section. Colgate v. Proctor, 25 Fed. 
(2) 160; Phillips v. Baker, 121 Fed. (2d) 752; Acme Card 
System Co. v. Remington Rand, 21 Fed. Supp. at 745; Edi¬ 
son v. Allis-Chalmers Co., 191 Fed. 837. 


REGULAR AND ESTABLISHED 
PLACE OF BUSINESS 


It is not disputed that defendant pays the re 


it on a small 
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office at 1425 H Street, N. W\, Washington, D. C.; that de¬ 
fendant’s name appears on the door of that office; that de¬ 
fendant’s name is listed in the Washington telephone direc¬ 
tor}" at the above address; that defendant employs three 
men as sales or other representatives and one stenographer 
whose office headquarters in the District are at the H 
Street address; and that the office furniture is owned part¬ 
ly by defendant. 

Defendant shows by supporting affidavits that no ware¬ 
house is maintained by it in the District; that no samples of 
defendant’s goods are displayed in the said office; that no 
one in said office has any part in billing, shipping or col¬ 
lecting the purchase price for goods sold by defendant; 

and, particularly, that all orders received by these 
36 three men are forwarded by them to the principal 
office of defendant at Elmira, New York, and there 
rejected or accepted and filled, said employees having no 
authority to accept or reject orders. Plaintiffs have of¬ 
fered no positive counter-showing. 

The facts here are identical with those in the case of Ty¬ 
ler Co. v. Ludlow-Saylor Wire Co., 236 U. S. 723 with one 
exception. In the latter case the sales representative was 
employed by two different concerns and used the one of¬ 
fice for his two employers. In said case, the court said: 

“Considering all the facts disclosed we think 
them insufficient to support the allegation that ap¬ 
pellee had a regular and established place of busi¬ 
ness ...., within the intendment of the statute.” 

Counsel for plaintiffs has called attention to two decisions 
in the Seventh Circuit Court of Appeals in support of his 
argument that the Courts have recently taken a more liber¬ 
al view of the applicable statutes. One is the case of James 




29 


P. Marsh Cory. v. U. S. Gauge Co., 129 Fed. (2d) 161, which 
stated: 


“The court found that there was a sale by the de¬ 
fendant in Chicago; that the defendant was licensed 
to do business in Illinois; and it maintained a regu¬ 
lar and established place of business in Chicago.” 

The other is the case of Shelton v. Schwartz, 131 Fed. (2d) 
803, the court holding that in patent infringement cases, a 
plaintiff may rely upon the specific statute (Sec. 48 of the 
Judicial Code) and may also avail itself of Sec. 3 and 4 of 
subdivision (d) of Rule 4 of the Federal Rules of Civil 
Procedure. In view, however, of the court’s failure to 
comment on the unequivocal pronouncement of the United 
States Supreme Court in the Stonite Products Company 
case, supra, (that Sec. 48 of the Judicial Code is the exclu¬ 
sive provision controlling venue in patent infringement 
proceedings) it is felt that this decision had not been call¬ 
ed to that court’s attention. 

37 The decision of the United States Supreme Court 
in Neirbo v. Bethlehem Shipbuilding Corp., 308 U. S. 
163, cited by plaintiffs, was based on Sec. 31 and not Sec. 
48 of the Judicial Code and involved a case where a foreign 
corporation, in conformity with a State statute had de¬ 
signated an agent upon whom service of process could be 
made. It is not applicable here. 

ACTS OF INFRINGEMENT 

Plaintiffs allege that defendant lias for some time past 
infringed and is still infringing Letters Patent heretofore 
issued to them, by selling infringing products in the Dis¬ 
trict of Columbia. The only showing supporting this alle- 
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nation is contained in the affidavit of Radcliffe M. Urqu- 
hart, one of the plaintiffs, as follows: 

“That since filing of plaintiffs’ motion your af¬ 
fiant has been orally advised by an officer of defend¬ 
ant corporation that employees of its Washington 
Office solicit sales of defendant’s ‘Foamaster Air- 
foam Playpipe’ and ‘Foamaster Airfoam’ solution 
from the United States Government in the District 
of Columbia; that government orders have been re¬ 
ceived by defendant in the District of Columbia and 
that sales have been made to the United States Gov¬ 
ernment in the District of Columbia.” 

This is denied by defendant’s affidavits. 

Assuming, arguendo, that facts constituting jurisdiction¬ 
al venue in this Court are adequately alleged, there can be 
no doubt that the burden of proof to sustain them against 
attack at the threshold is on the plaintiffs. Haight v. Vik¬ 
ing Pump, 29 Fed. Supp. 575; Underwood Typewriter v. 
Fox Typewriter, 181 Fed. 541. 

This Court feels that plaintiffs have failed to meet the 
burden of showing prima facie that defendant corporation 
has committed acts of infringement in the District of Co¬ 
lumbia and that the defendant corporation has a regular 
and established place of business in the District of 
38 Columbia, within the purview of the controlling jur¬ 
isdictional statute. 

Because the mechanics of Rule 26 are available only 
“after jurisdiction has been obtained”, and are exclusive, 
plaintiffs’ motions must be denied. I find nothing in the 
Rules authorizing discovery in aid of jurisdiction, 
i It follows that defendant’s Motion to Dismiss should be 
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granted. Counsel for defendant will present appropriate 
order. 

EDWARD C. EICHER 
Chief Justice 

July 15,1943 

39 Filed Jul 20 1943 

Civil Action No. 19520 
DECREE 

This action having come on for hearing on defendant’s 
motion to quash service and dismiss for lack of jurisdic¬ 
tion over the person of the defendant and for improper 
venue and upon plaintiffs’ motions (1) to strike an affidavit 
attached to defendant’s said motion, to take depositions 
and for extended time to reply to said motions, and (2) for 
leave to supplement plaintiffs’ said motion and to strike an¬ 
other affidavit filed on behalf of defendant; it is hereby 

ORDERED, ADJUDGED AND DECREED as follows: 

1. Defendant’s said motion is granted and said action 
is hereby dismissed. 

2. Plaintiffs’ motion filed May 25, 1943 to strike an affi¬ 
davit attached to defendant’s said motion for permission to 
take depositions and to extend plaintiffs’ time for oppos¬ 
ing defendant’s said motion is hereby denied. 

3. Plaintiffs’ motion for leave to supplement said mo¬ 
tion filed May 25, 1943 and to strike an affidavit filed on 
behalf of defendant is hereby denied. 

Dated: July 20tli, 1943. 

EDWARD C. EICHER 
Chief Justice 
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APPROVED AS TO FORM 


Attorney for Plaintiffs. 


• • • 

47 Filed Oct 14 1943 

Civil Action No. 19520 

ORDER 

Plaintiffs having, on or about July 21, 1943, liled a “Pe¬ 
tition for Reconsideration and Clarification of Ruling on 
Motions and to Set Aside Judgment of July 20, 1943, and 
Enter a Judgment for Plaintiffs” and defendant having 
filed a memorandum in opposition thereto; it is hereby 
ORDERED, ADJUDGED and DECREED that said pe¬ 
tition be, and it hereby is, denied. 

Dated October 14, 1943. 

EDWARD C. EICHER 
Chief Justice 

Approved as to form: 

J. MATTHEWS NEALE 
Attorney for Plaintiffs 

48 Filed Oct 271943 

Civil Action No. 19520 

NOTICE OF APPEAL 

Notice is hereby given that plaintiffs, Radcliffe Morris 
Urquhart and George Gordon Urquhart, hereby appeal to 
the United States Circuit Court of Appeals for the Dis¬ 
trict of Columbia from the final judgment dismissing plain¬ 
tiffs’ complaint entered herein on July 20,1943 and affirm- 
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y h i 9 d 4 e 3 nial of P laintiffs ’ petition for rehearing on Oc- 


Of Counsel for Plaintiffs 


WILLIAM A. STRAUCH 
Counsel for Plaintiffs 
1001 Fifteenth Street, N. W. 
Washington, D. C. 


J. MATTHEWS NEALE 


STRAUCH & HOFFMAN 


1001 Fifteenth Street, N. W. 
Washington 5, 1). C. 
October 27th 1943 
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50 Filed Nov G 1943 

* Civil Action No. 19520 

DESIGNATION OF PORTIONS OF RECORD TO 
BE CONTAINED IN RECORD ON APPEAL 

Appellant designates the following portions of the rec¬ 
ord to be contained in the record on appeal in the above- 
entitled action: 


1. Complaint. 

2. Marshal’s return of service. 

3. Defendant’s motion to dismiss. 

4. The following affidavits of defendant in support of 
defendant’s motion to dismiss: 


Wilfred M. Price, dated 12th day of May, 1943. 
Walter W. Withers, dated 19th day of May, 1943. 
Gerald J. Halpin, dated 19th day of May, 1943. 
Wilrner Ray, dated 19th day of May, 1943. 


5. Plaintiffs’ motion of May 25, 1943 seeking to strike 
affidavit of Wilfred M. Price, to take deposition of defend¬ 
ant’s affiants and to extend plaintiffs’ time for opposing 
defendant’s motion. 

51 6. The affidavit of William A. Straueh in support 

of plaintiffs’ motion. 


7. The following affidavits of defendant in 
plaintiffs’ motion: 


opposition to 


i 

i 

i 

i 


i 
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Edward E. O’Neill, dated 5th day of June, 1943. 
Herman G. Thielscher, dated 7th day of June, 1943. 
Harold L. Leonard, dated 11th day of June, 1943. 

8. Plaintiffs’ motion of June 21,1943 seeking to supple¬ 
ment their motion filed May 25,1943 and strike the affidavit 
of Edward E. O’Neill. 

9. The affidavit of Radcliffe Morris Urquhart accom¬ 
panying plaintiffs’ motion of June 21,1943 and dated, 18th 
day of J une, 1943. 

10. The affidavit of Edward E. O’Neill, dated 30th day 
of June, 1943. 

11. The Court’s Ruling on Motions dated July 15,1943. 

12. The order dismissing this action entered on July 
20, 1943. 

13. Plaintiffs’ petition for reconsideration and clari¬ 
fication of ruling on motions and to set aside judgment en¬ 
tered July 20, 1943 and enter a judgment for plaintiffs, 
filed July 22, 1943. 

14. The Court’s order denying plaintiffs’ petition for 
reconsideration dated October 14,1943. 

52 15. Plaintiffs’ notice of appeal filed October 27, 

1943. 

16. The docket entries. 


17. This designation. 
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18. Tlie clerk’s certificate. 


WILLIAM A. STRAUCH 
Attorney for Appellants 
1001 Fifteenth Street, N. W. 
Washington 5, D. C. 

Of Counsel for Appellants: 

J. MATTHEWS NEALE 
STRAUCH & HOFFMAN 
1001 Fifteenth Street, N. W. 

Washington, D. C. 

Service of the foregoing designation made by leaving two 
copies at Mr. Richard K. Stevens office with his secretary 
this 6th day of November, 1943. 

J. MATTHEWS NEALE 
Attorney for Plaintiffs 

November 6, 1943 
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Uniteb Stated Court of Appeals! 

DISTRICT OP COLUMBIA. 


No. 8645. 


RADCLIFFE M. URQUHART and 
GEORGE G. URQUHART, 

Appellants, 


vs. 


AMERICAN-La FRANCE FOAMITE CORPORATION, 

Appellee . 


Appeal from the District Court of the United States 
for the District of Columbia. 


APPELLANTS’ REPLY BRIEF 


COMMENTS ON DEFENDANT’S COUNTER 
STATEMENT OF THE CASE. 

Defendant’s Criticism of the Complaint. 

At pages 2 and 3 and 4 of defendant’s brief, it is asserted 
that the complaint in this cause did not make the allegations 
necessary to show that the United States District Court for 
the District of Columbia had jurisdiction over defendant 
“because it was not alleged that defendant was an inhab- 
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itant of the District of Columbia or that it had committed 
acts of infringement in the District of Columbia and had a 
regular and established place of business there”. 

1 A careful perusal of the Federal Rules of Civil Procedure 
will show that none of the rules require a plaintiff to allege 
the state of inhabitance of a defendant, unless it is neces¬ 
sary to give subject matter jurisdiction, nor any facts 
serving merely to negative a defense of improper venue or 
lack of jurisdiction of the person of defendant, both of 
which are affirmative dilatory defenses not involving the 
merits of the cause. See Moore’s Federal Practice, VoL 1, 
Sec. 8.02, page 454 and Sec. 9.01, pages 582 to 584 and Rule 
9(a) of the Federal Rules of Civil Procedure as well as 
official form 2(c) and note 3 thereto relied upon at pages 
25 and 26 of plaintiffs’ main brief. 

It, accordingly, is respectfully submitted that the com¬ 
plaint in this case was proper and that the term ‘* juris¬ 
diction” as used in Rule 8 merely means jurisdiction of the 
subject matter not jurisdiction of the person or venue. 

In any event, this alleged objection, if valid, is submitted 
to be properly curable by amendment and does not consti¬ 
tute any grounds for dismissal of the action. 

The Marshal’s Return of Service. 

1 Defendant, at pages 2 and 3 of its brief, states that the 
Marshal’s return of service does not show service upon il the 
agent or agents engaged in conducting a regular and es¬ 
tablished place of business of the defendant in the District 
of Columbia, as required by Section 48 of the Judicial 
Code”. A careful perusal of Section 48 of the Judicial 
Code fails to indicate that the Marshal’s return should on 
its face show service on such an agent. It is submitted that, 
if the agent upon whom service was made is as a matter of 
fact the agent conducting defendant’s business at a regular 
and established place of business in the District, Section 48 


of the Judicial Code is satisfied irrespective of whether the 
return of service shows this fact. 

Apart from this, however, it is plaintiffs* position that 
defendant has waived its right to rely upon Section 48 of 
the Judicial Code and that the question of whether W. W. 
Withers is an agent conducting the business of defendant 
at a regular and established place of business is really 
immaterial in this case. But in the event it is held that 
defendant has not waived the benefits of this section of the 
Judicial Code, it is submitted defendant has a regular and 
established place of business at 1425 H Street, N. W. in the 
District of Columbia as more fully hereinafter pointed out 
and that W. W. Withers is the agent conducting defendant’s 
business from said place of business. Accordingly, defen¬ 
dant’s assertion that service is defective because not served 
upon a proper agent is wholly unwarranted. 

COMMENTS ON DEFENDANT’S STATEMENT OF 

EVIDENCE. 

Defendant, at pages 4 and 5 of its brief, quotes the 
District Court’s findings in connection with the question of 
a regular and established place of business as giving the 
essential facts upon which this question should be decided. 
It will be noted that this statement completely overlooks 
the statement of defendant’s president, Edward E. O’Neill 
(R. 25), to the effect that orders or awards of the United 
States Government are obtained according to Standard 
Practice of business corporations who supply goods to the 
Government and Halpin (R. 12) that he occasionally in the 
regular course of his duties receives orders from the Gov¬ 
ernment. 

Plaintiffs’ Second Motion. 

At page 8 of its brief defendant comments on the fact 
that plaintiffs’ affidavits were directed exclusively to alleged 
sales in the District of Columbia and not to facts concerning 
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defendants Washington office. This fact is of no moment 
here as plaintiffs contend the facts asserted in defendants 
own affidavits are sufficient to establish the existence of a 
regular and established place of business in the District of 
Columbia and that, as defendants president asserts, awards 
are received from the United States Government and, there¬ 
fore, sales have been made in the District of Columbia 
within the meaning of Section 48 of the Judicial Code. 
Such being the case, it is submitted that defendants general 
denials in its affidavits of the making of a sale in the 
District of Columbia are wholly ineffective to overcome 
the well known effect of the Government award as an 
acceptance of a bid and a completion of a sale. 

Defendant, at page 8 of its brief, also asserts that plain¬ 
tiffs , notice of appeal confines the issues before this Court 
merely to that part of the decree dismissing the action and 
does not raise the question of whether the Court erred in 
denying plaintiffs ’ motions. This contention is clearly 
without merit since the Court’s action in dismissing the 
complaint is the only final action from which an appeal 
Can be taken and carries with it the interlocutory and sub¬ 
ordinate rulings on the motions of both defendant and 
plaintiffs, Merco Nordstrom Valve Company v. W. M. 
Acker Organization, Inc., 131 F. (2) 277, 55 U. S. P. Q. 253 
(C. C. A. 6). Under the circumstances, the present appeal 
clearly raises all questions decided by the District Court. 

COMMENTS OF DEFENDANT’S STATEMENT OF 
STATUTES AND RULES INVOLVED. 

Defendant, at page 9 of its brief, quotes from Rule 9(a) 
6f the Federal Rules of Civil Procedure. This quotation, 
it is submitted, standing alone is mis-leading and can not 
properly be considered apart from the remainder of Rule 
9(a), which, in its entirety, reads as follows: 

“RULE 9. PLEADING SPECIAL MATTERS. 

“(a) CAPACITY. It is not necessary to aver the 
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capacity of a party to sue or be sued or the authority 
of a party to sue or be sued in a representative capacity 
or the legal existence of an organized association of 
persons that is made a party, except to the extent 
required to show the jurisdiction of the court. When 
a party desires to raise an issue as to the legal existence 
of any party or the capacity of any party to sue or be 
sued or the authority of a party to sue or be sued in a 
representative capacity, he shall do so by specific nega¬ 
tive averment, which shall include such supporting 
particulars as are peculiarly within the pleader’s knowl¬ 
edge.” 

The clear meaning of this rule, we submit, is that special 
matters, such as dilatory pleas including questions of 
personal jurisdiction, venue and improper service must be 
pleaded by defendant or raised by motions and shall include 
all supporting particulars. Under the circumstances, it is 
clear that the Federal Rules of Civil Procedure place the 
obligation of a full and frank statement of all particulars 
pertinent to the subject of personal jurisdiction, venue and 
improper service upon defendant. It is submitted that the 
supporting affidavits fail to show the detail facts and actual 
circumstances under which defendant does business and 
the manner in which it makes its sale to enable the Court to 
properly determine whether an act of infringement had 
been committed within the jurisdiction of the Court within 
the meaning of Section 48 of the Judicial Code. 

COMMENTS ON DEFENDANT’S ARGUMENTS. 
Defendant’s Point I. 

At page 12 of defendant’s brief, the cas^ of Stonite 
Products Co. v. Melvin Lloyd Co., 315 U. S. 561, 86 L. Ed. 
1026, 62 S. Ct. 780 is in support of the assertion that 
Section 48 of the Judicial Code (Act of March 3, 1897 as 
amended 29 Stat. 695, U. S. C. Title 28 Sec. 109) is the 
exclusive statute relating to jurisdiction of thej person of a 
defendant in a patent infringement suit and tl}at plaintiffs 
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now admit this to be the case. Plaintiffs have never denied 
that Section 48 determines venne in patent cases but have 
consistently contended that said section merely creates a 
waivable privilege and that defendant has either waived 
the privilege, or that the facts set forth in defendants own 
affidavits are sufficient to establish the presence of the 
necessary facts or circumstances to support personal juris¬ 
diction or venue under said section. 

' At page 13 of its brief defendant cites the cases of 
Bowers v. Atlantic, G. & P. Co., 104 Fed. 887, 890, 891 and 
Winterbottom v. Casey, 283 Fed. 518, 520 and Stonite v. 
Melvin Lloyd Co., 315 U. S. 565,566 as authority that Section 
48 of the Judicial Code is restrictive and that “any doubtful 
phraseology must be solved in the light of what, in the 
circumstances, appears to have been the obvious purpose 
of congress”. Plaintiffs are in full agreement with this 
proposition but assert that, if defendant has not waived the 
benefit or privilege of this statute, the “obvious purpose of 
congress” was not to permit a corporate defendant in the 
position of defendant here to escape the obligation of 
defending actions brought in jurisdictions where they have 
voluntarily established branch offices and actually conduct 
their business. That this contention is sound is believed 
to be clear from Mr. Justice Frankfurter’s decision in 
Neirbo Co. v. Bethlehem Shipbuilding Corporation, 308 
U. S. 165,84 L. Ed. 167,60 S. Ct. 153; James P. Marsh Corp. 
v. United States Gauge Co., 129 Fed. (2) 161, 53 U. S. P. Q. 
653 (C. C. A. 7); Shelton v. Schwartz et al, 131 Fed. (2) 805, 
55 U. S. P. Q. 311 (C. C. A. 7); Monroe Calculating Machine 
Co. v. Marchant Calculating Machine Co., 48 F. S. 84, 55 
U. S. P. Q. 189 (D. C. Penn.) and Patent Royalties Cor¬ 
poration et al v. Land-O-Ldkes Creameries, Inc., et al, 11 
F. S. 103, 26 U. S. P. Q. 179 (D. C. E. D. N. Y.) relied upon 
by plaintiffs in their main brief at pages 14, 17 to 24 and 
31 to 35. 
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Defendant’s assertion at page 14 of its brief that a 
non-inhabitant defendant can be sued for patent infringe¬ 
ment only in a District where it has committed acts of 
infringement and has a regular and established place of 
business is true in the absence of the waiver of the privilege 
afforded by Section 48 of the Judicial Code. General 
Electric Co. v. Marvel Rare Metals Co., 287 U. S. 430, 77 
L. Ed. 408, 53 S. Ct. 202. 

Defendant’s Point II. 

While it is true that the burden of establishing these 
circumstances is imposed on plaintiffs as asserted at page 
14 of defendant’s brief, it is equally true that plaintiffs 
should be permitted to follow the usual practices and rules 
in obtaining the evidence which would have enabled them 
to cross-examine the affiants to bring out the whole truth 
necessary to sustain this burden. That such usual practice 
and rules includes the appropriate discovery provision of 
Rules 26 to 37 of the Federal Rules of Civil Procedure is 
believed to be obvious. 

Defendant’s Point m. 

While defendant at pages 15 to 20 of its brief and the 
trial court both relied heavily on Tyler Co. v. Ludlow- 
Saylor Wire Co., 236 U. S. 723, 59 L. Ed. 808, 35 S. Ct. 458, 
it is submitted that this decision involves circumstances 
wholly different from those existing here. In that case, 
the place of business maintained in New York City was not 
a usual or regular and established place of business of 
defendant but merely a special or make-shift arrangement 
for the part time employment of certain individuals by 
defendant. Even the costs of the premises and compensa¬ 
tion of the individuals was shared by another company. 
Most certainly these circumstances alone were sufficient to 
warrant the Supreme Court’s decision that a regular and 
established place of business did not exist. 


I 
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1 While defendant at page 16 of its brief seeks to belittle 
these differences in fact, the present defendant’s offices at 
1425 H Street, N. W. in the District of Columbia have all 
the attributes of a regular and established place of business 
and would be so recognized by normal business standards. 
The present defendant’s offices and activities in the District 
of Columbia also come clearly within the distinction over 
the Tyler case and the legal meaning of a regular and 
established place of business as recognized by Judge Evans 
in the case of Shelton v. Schwartz relied upon at pages 32 
and 33 of plaintiffs’ main brief, an authority as nearly 
identical in facts as can well be imagined. Certainly a 
holding that defendant’s sales office in the District of 
Columbia is a regular and established place of business 
cannot logically be attached because of the quantum of the 
activities carried on there in view of the Shelton v. Schwartz 
decision or the more recent decision of the Second Circuit 
Court of Appeals in Bulldog Electric Products Co. v. Cole 
Electric Products Co., Inc., et al, 134 F (2nd) 545, 57 
IT. S. P. Q. 131, holding that a mere branch assembly plant 
engaged in assembling one type of the myriad variety of 
articles manufactured and sold by the Westinghouse Elec¬ 
tric and Manufacturing Company is a regular and estab 
lished place of business within Section 48 of the Judicial 
Code. 

The record clearly refutes any such attempted distinc¬ 
tion in any event since defendant’s affidavits (R. 7) show 
that this Washington office conducts a general sales busi¬ 
ness extending from the District of Columbia as far South 
as North Carolina and that Messrs. Halpin and Ray devote 
their full time to visiting the various Government depart¬ 
ments in Washington, to look after the many details which 
transpire in the course of defendant’s business with the 
Government (R. 8). Obviously such activities constitute a 
substantial part of defendant’s business, namely, the sales 
of its products. As a matter of fact, defendant’s sole 


i 
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activities in connection with the alleged infringing devices 
merely consist in the selling of apparatus and foam gener¬ 
ating chemicals manufactured by others. Without the so¬ 
licitation of orders, the receipt of orders, the taking of 
orders, the visiting of users interested in defendant’s prod¬ 
ucts and the handling of the many details which transpire 
in the course of defendant’s business with the Government, 
the other activities which defendant is engaged in would be 
wholly fruitless. The type of business carried on through 
the Washington officer, therefore, is clearly a substantial, 
if not the most essential activity of the defendant corpora¬ 
tion. Accordingly, the facts in this case are clearly dis¬ 
tinguished from those existing in Zimmers v. Dodge, 21 Fed. 
(2d) 152, relied upon by defendant at page 16 of its brief. 

At pages 20 to 23 of its brief, defendant asserts that no 
acts of infringement have been committed by it in the 
District of Columbia and that plaintiffs have failed to make 
a prima facie showing of a sale by defendant in the District 
of Columbia. Contrary to defendant’s assertion (Defen¬ 
dant’s Brief, 21) the Strauch affidavit in addition to 
charging that defendant had sold or supplied the infringing 
devices to the Potomac Electric Power Company and the 
Washington Gas Light Company in the District of Columbia 
asserts that users of the infringing equipment include the 
United States Government and that this suit has been 
brought against defendant as a direct supplier of such 
users to avoid a multiplicity of suits against the users (R. 
17). It is clear, therefore, that defendant’s action was not 
instituted solely because of the asserted sales to the Poto¬ 
mac Electric Power Company and Washington Gas Light 
Company and that plaintiffs have at no time shifted their 
ground from a charge of infringement by sale^ to the Poto¬ 
mac Electric Power Company and Washington Gas Light 
Company to sales to the Government as asserted by defen¬ 
dant (Defendant’s Brief, 21). The assertions of the 

Strauch affidavit, furthermore, find confirmation in the 

! 
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second affidavit of defendant’s president wherein he says 
(R. 25): 

“In the regular course of our business, and accord¬ 
ing to the standard practice * of manufacturing and 
business corporations who supply goods to the United 
States Government, the order or award of the Gov¬ 
ernment, when received at our office in Elmira is there 
accepted or rejected.* * *” 

This Court, it is believed, will take judicial notice of the 
fact that the standard practice of the United States Gov¬ 
ernment in purchasing supplies and equipment is to receive 
bids from the manufacturers according to specifications 
issued by the Government and then open the competitive 
bids and make an award in the District of Columbia to the 
low bidder supplying the desired materials and equipment 
in accordance with the specifications. Once this award is 
made the manufacturer who received the award is obli¬ 
gated to deliver the material and equipment according to 
the terms of his bid or to forfeit a bond, which is usually 
required to be submitted along with his bid. The assertions 
ill the affidavit of defendant’s president (R. 25) that such 
awards “when received in our office in Elmira is there 
accepted or rejected” and that “Until then, no obligation 
is assumed and no contract is made.” are improper legal 
conclusions stated here to escape liability for a completed 
infringing act in the District of Columbia consisting in 
filing a bid and security to insure supply of the goods if the 
bid is accepted. No option to accept or refuse in Elmira or 
elsewhere remained. It, accordingly, is respectfully sub¬ 
mitted that plaintiffs have sustained their burden merely 
on the basis of the facts admitted by defendant’s own 
affidavits and that the requirement of Section 48 of the 
Judicial Code is fully satisfied. 


♦Italics ours. 
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Defendant’s Point IV. 

Assuming for purposes of argument that defendant has 
the right to rely upon Section 48 of the Judicial Code 
(U. S. C. Title 28, Section 109), and has not waived any 
privilege accorded by said section by opening an office here 
and conducting a substantial part of its business here, it 
is clear from the above discussions that defendant has a 
regular and established place of business in the District of 
Columbia and has committed acts of infringement in said 
District. It is furthermore clear that W. W. Withers is 
the employee at defendant’s regular and established place 
of business in the District of Columbia chargeable with a 
general responsibility of the affairs of such regular and 
established place of business (R. 7,8 and 10). Consequently, 
W. W. Withers is the agent “engaged in conducting such 
business in the District in which suit is brought” within the 
meaning of Section 48 of the Judicial Code and service upon 
him is proper service under this statutory provision, even 
if it applies. 

If defendant has waived its privilege of relying upon 
Section 48 of the Judicial Code, W. W. Withers is still the 
proper party for service of process since service may then 
be made in accordance with the Act of March 3, 1901, 31 
Stat. 1419 c. 854, Sec. 1537; as amended; District of Co¬ 
lumbia Code, Title 24, Chap. 15, Sec. 373 and Rule 4 (d) 
paragraphs 3 and 7 of the Federal Rules of Civil Procedure, 
since he is the agent engaged in conducting defendant’s 
business, whatever its nature, in the District of Columbia. 

! 

Defendant’s Point V. 

A careful perusal of the authorities cited by defendant on 
this point fails to indicate any decision wherein the Courts 
have definitely held that Section 48 of the Judicial Code 
cannot be waived or that a voluntary act |of a foreign 
corporation subjecting itself to valid laws of| a local com¬ 
munity does not effect a waiver of the privileges of Section 
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48 of the Judicial Code. In this connection, the case of 
Carbide Chem. Cory. v. U. S. lnd. Chem., Inc., 60 U. S. P. Q. 
216 cited by defendant at page 25 of its brief does say that 
the decision of the Second Circuit in Bvlldog Electric Prod¬ 
ucts Co. v. Cole Electric Products Co., Inc., et al, 134 Fed. 
(2d) 545, 57 U. S. P. Q. 131 is an express holding against 
this proposition. Reference to the latter case however makes 
it clear that no such expressed holding was made for the 
Court said: 

“* * * The appellant is quite right, of course, in 
saying that Westinghouse, having designated an agent 
for the service of process upon it in New York, may 
be sued in the federal courts sitting in New York, at 
least where diversity is the ground of federal juris¬ 
diction, notwithstanding the fact that it is there a 
foreign corporation. Neirbo Co. v. Bethlehem Corp., 
308 U. S. 165. As Westinghouse also had a regular 
established place of business in the Eastern District of 
New York* we will assume for the purpose of this 
appeal that it was as suable therein in a federal court 
as a New York corporation would have been.* * * 

“Whether venue was properly laid, therefore, comes 
right down to whether or not Westinghouse committed 
an act of infringement in the district.* * *” 

From a reading of the above quotation, it is clear that 
the Second Circuit Court of Appeals in this case specifically 
avoided making a ruling on this question. 

The sole question for decision of this Court, therefore, 
is whether the principles announced by Mr. Justice Frank¬ 
furter in the Neirbo case, require this court to hold that 
defendant has waived its privilege under Section 48, as was 
held by the cases cited by plaintiffs at pages 15 to 21 of 
their main brief or whether these principles should be 
restricted in application to Section 51 of the Judicial Code. 
In this connection the principles announced by Mr. Justice 
Frankfurter as determined by plaintiffs are as follows: 


•Italics ours. 
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(1) The immunity of a corporation from suit in the 
States of its activities is intolerable in view of the fact that 
corporations do business outside their originating bounds. 
Neirbo case, 308 U. S. 167, 170. 

(2) That state legislation and consent of parties may 
bring about a state of facts which will authorize the courts 
of the United States to take cognizance of a case. Neirbo 
case, supra > at page 175 quoting Ex parte Schollenberger , 
96 U. S. 369, 24 L. Ed. 853. 

Applying these general principles adduced from the 
Neirbo case, it is obvious from defendants motion and 
affidavits that defendant is actually doing business in the 
District of Columbia through its agents at an office at 1425 
H Street, N. W. and is seeking to avoid suit in this juris¬ 
diction because of its foreign corporation status. It is 
furthermore clear that defendant voluntarily came into the 
District of Columbia and established its office at 1425 H 
Street, N. W. in the face of the District of Columbia legis¬ 
lation imposing certain liabilities and obligations upon 
foreign corporations for the privilege of doing business in 
the District of Columbia including the obligation of being 
amenable to process and suable in the courts of the District 
of Columbia, including the United States District Court, 
as to suits growing out of contracts entreed into or to be 
performed, in whole or in part, in the District of Columbia 
or growing out of any tort committed in the said District. 
It is also clear that the present action grows out of defen¬ 
dant’s contracts entered into in the District of Columbia 
upon an award of the United States Government and is a 
tort committed in the said District by a completed sale to 
the Government. Under the circumstances, it seems clear 
that the underlying principles of the Neirbo case are con¬ 
trolling here and that the waivable privilege asserted by 
defendant, namely, its right to rely upon Section 48 of the 
Judicial Code, has been waived by its own voluntary acts. 
Therefore, defendant should be held liable to defend this 
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action in the District Court for the District of Columbia. 

The quotation at the top of page 26 of defendant’s brief 
asserted to be from the California Stucco Company v. 
National Gypsum Company case at 33 F. S. 61,45 U. S. P. Q. 
554 is not a true quotation and when the true quotation is 
taken in conjunction with the preceding paragraphs it 
will be found that the words “If what has already been dis¬ 
cussed” refer to a discussion of Section 48 of the Judicial 
Code and that the Massachusetts law requires appointment 
of an agent for service as distinguished from the provisions 
of the District of Columbia law which do not include such 
a requirement. Furthermore, the state law in the case of 
Cummer-Graham Co. v. Straight Side Basket Corp., 136 
Fed. (2d) 828, cited at pages 26 and 27 of defendant’s brief 
likewise requires the appointment of an agent and the 
defendant in that case had not taken the necessary action 
to subject him to the liabilities imposed by the State law. 
Here the only action required to be taken has been taken 
and it is clear that these decisions, because of the differences 
in the applicable law and facts, are not controlling or per¬ 
suasive here. 

Defendant’s Point VI (Designated IV at p. 28 of Defendant’s 
Brief). 

i At page 28 of its brief, defendant cites the cases of 
Petition of Ferkauf, 7 Fei Rules Serv. 27 (a) 14, In re 
Exstem, 7 Fed. Rules Serv. 27 (a) 12, and Fox v. Rouse, 29 
Fed. Supp. 673, 2 Fed. Rules Serv. 26 (b) 31 as supporting 
the ruling of the District Court denying plaintiffs’ motions 
to take depositions of discovery under Rule 26 of the 
Federal Rules of Civil Procedure. The first two of these 
cases are under Rule 27 of the Federal Rules of Civil 
Procedure, relating to the taking of depositions before 
action or pending appeal and the latter case merely decided 
the question whether depositions could be taken concerning 
matters other than jurisdictional factors prior to the find- 
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ing of jurisdiction in the particular court. The first two 
cases are clearly not in point here, particularly in view of 
the positive ruling on the particular point here involved by 
Judge Nordbye in the case of Jiffy Lubricator Co. v. The 
Alemite Co., 38 F. S. 10,1 Fed. Rules Serv. 26a, 162, Case 2 
cited at page 28 of plaintiffs ’ main brief and the last-named 
case clearly is not authority that discovery depositions are 
not proper to ascertain facts concerning jurisdiction in 
order to meet a motion to dismiss on the grounds of lack 
of venue or personal jurisdiction and improper service. If 
further authority be needed in support of plaintiffs * right 
to take such depositions, reference is made to Rule 26 (d) 
providing that depositions under Rule 26 may be used upon 
the hearing of a motion or an interlocutory proceeding and 
Rule 43(e) providing that a motion based on facts not 
appearing of record may, upon direction of the Court, be 
heard wholly or partly on oral testimony or depositions. 
Nowhere in these rules is there any indication that dis¬ 
covery depositions should be restricted to motions other 
than those provided for in Rule 12(b) and in the absence 
of such restriction it is not seen that such a holding is 
required by the wording of Rule 26(a). 

It is, of course, appreciated that the granting of permis¬ 
sion is within the discretion of the Court. However, in this 
case where the affidavits submitted by defendant show on 
their face that a full and frank statement of the facts 
relevant to a decision as to the commission of an act of 
infringement by defendant in the District of Columbia is 
not made, an. exercise of discretion to deny the right to 
depositions is believed to be clearly unwarranted. It, ac¬ 
cordingly, is respectfully submitted that the circumstances 
in this case warrant plaintiffs ’ motions to take depositions 
relating to the specific question of the commission of an 
act of infringement and should have been granted. 


j 
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CONCLUSION. 

In conclusion it is submitted that the affidavits in this 
case show: 

i (1) Defendant has a regular place of business in the 
District of Columbia, to wit, a sales office at 1425 H Street, 
N. W. 

i (2) Defendant’s business is an established place of busi¬ 
ness in that it carries defendant’s name on the door; is 
listed in the telephone directory under defendant’s name 
with no suggestion that presence here is merely temporary, 
just as other permanent establishments doing business in 
the District of Columbia are listed; that the office rent is 
paid by defendant; that all of the employees at said office 
are full time employees paid by defendant either by way of 
commissions or straight salaries; that the work of all of 
the employees at said office is done in behalf of defendant 
alone; that this Washington office is in fact a branch office 
under the supervision of W. W. Withers and covers a 
territory including the District of Columbia and states as 
far South as North Carolina. 

(3) Defendant has not denied, and cannot deny, that it 
sells the alleged infringing apparatus and the foam gen¬ 
erating chemicals for use therewith to customers who use 
the infringing apparatus and the foam generating chem¬ 
icals in a manner that infringes the process claims of plain¬ 
tiffs’ patents in suit. 

(4) Defendant clearly admits that sales of said apparatus 
are made to the United States Government on awards made 
by the Government in the usual manner, namely, upon 
acceptance of bids made by defendant to contracting officers 
in the District of Columbia. 

(5) That orders are received from the Government 
through its agents at the Washington office. 
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Under the circumstances dismissal of this action without 
giving plaintiffs fullest opportunity to show the whole truth 
is submitted to be unwarranted and reversal of such ruling 
by the District Court is respectfully requested. 

Respectfully submitted, 

Radcliffe Morris Urquhart and 
George Gordon Urquhart, 

By William A. Strauch, 

1001 Fifteenth St, N. W., 
Washington 5, D. C., 
Attorney for Appellants. 
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